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This is a decision on patent owner’s petition paper entitled “PETITION UNDER 37 C.F.R.
§ 1.183 TO WAIVE PAGE LIMIT SET BY 37 C.F.R. § 1.943(B)” filed on June 10, 2010.

The patent owner petition is before the Office of Patent Legal Administration.

The petition fee of $400.00 pursuant to 37 CFR 1.17(f) for the petition under 37 CFR 1.183 was
processed on June 15, 2010.

The patent owner petition under 37 CFR 1.183 is granted, for the reasons set forth herein.

BACKGROUND

1. On September 18, 2007, United States Patent No. 7,272,021 (the ‘021 patent) issued to
Schlecht et al.

2. On July 14, 2009, a request for inter partes reexamination of the ‘021 patent was filed by a
third party requester. The request was assigned Reexamination Control No. 95/001,206 (the
1206 proceeding).

3. On August 19, 2009, a corrected request for inter partes reexamination was filed by the third
party requester, and the ‘1206 proceeding was assigned a filing date of August 19, 2009.

4. On October 15, 2009, inter partes reexamination was ordered in the ‘1206 proceeding.

5. On March 5, 2010, a non-final Office action was mailed in the ‘1206 proceeding.
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On March 29, 2010, patent owner filed a request for extension of time to file its response to
the March 5, 2010 Office action.

On April 16, 2010, the Office mailed a decision granting patent owner’s March 29, 2010
request for extension of time and extending the time period for patent owner’s response by
one month to June 5, 2010.

On June 10, 2010, patent owner filed the instant petition entitled “PETITION UNDER 37
C.F.R. § 1.183 TO WAIVE PAGE LIMIT SET BY 37 C.F.R. § 1.943(B)” (petition under 37
CFR 1.183), concurrently with a patent owner response to the March 5, 2010 Office action.!
This petition is the subject of the present decision.

On August 4, 2010, the Office mailed a “Notice RE Defective Paper in Inter Partes
Reexamination” (the Notice of Defective Paper) stating that patent owner’s June 10, 2010
response does not comply with 37 CFR 1.943(b). The Notice of Defective Paper set a time
period of one month or thirty days, whichever is longer, from the mailing date of the Notice
of Defective Paper for patent owner to file a corrected response. -

DECISION

Relevant Authority

37 CFR 1.183 provides:

In an extraordinary situation, when justice requires, any requirement of the
regulations in this part which is not a requirement of the statutes may be
suspended or waived by the Director or the Director’s designee, sua sponte, or on
petition of the interested party, subject to such other requirements as may be
imposed.- Any petition under this section must be accompanied by the petition fee
set forth in § 1.17(%).

37 CFR 1.943(b) provides:

Responses by the patent owner and written comments by the third party requester
shall not exceed 50 pages in length, excluding amendments, appendices of claims,
and reference materials such as prior art references.

II. Patent Owner Petition Under 37 CFR 1.183

Patent owner’s June 10, 2010 petition under 37 CFR 1.183, requesting waiver of the 50-page
limit of 37 CFR 1.943(b) for its concurrently-filed response to the March 5, 2010 Office action,
has been fully considered.

! Patent owner’s June 10, 2010 filing was accompanied by a Certificate of Mailing indicating that the response was
timely mailed on June 7, 2010 (the due date of June 5, 2010 fell on a Saturday).



Reexamination Control No. 95/001,206 -3-

37 CFR 1.183 provides for suspension or waiver of any requirement of the regulations which is
not a requirement of the statutes in an extraordinary situation, when justice requires, on petition
of the interested party. The burden is on petitioner to set forth with specificity the facts that give
rise to an extraordinary situation in which justice requires suspension of a rule. A showing
which petitioner can make in support of a request for waiver of the 50-page limit of 37 CFR
1.943(b) can be an attempt to draft a patent owner’s response in compliance with the 50-page
limit, and submission of a resulting response that is in excess of 50 pages concurrently with a
petition under 37 CFR 1.183 for waiver of 37 CFR 1.943(b), requesting entry of the submitted
response. Such a response can be evaluated for economizing, extraneous material, and
arrangement, without repetition of information already of record. In this way, petitioner can rely
on the proposed response: (1) for justification that more pages are needed to complete the
response, and (2) to set forth an accurate determination of exactly how many additional pages are
needed to complete the response.

In the instant petition under 37 CFR 1.183, patent owner requests that the page limit for patent
owner’s response to the March 5, 2010 Office action be waived. Patent owner states that the
June 10, 2010 response “totals less than eighty pages of argument (excluding reference materials,
the listing of claims, and fact declarations),” and asserts that its response is “not excessive in
view of the effective length of the Office Action.”

In support of waiver of 37 CFR 1.943(b), patent owner states that “the Examiner mailed a non-
final office action that incorporated by reference the bulk of the arguments in the Requester’s
Request for Reexamination, effectively resulting in an office action comprising more than- 150
pages of rejections and findings (split into twelve “issues” beyond the discussion of the priority
date of the claims).”* Patent owner asserts that “[i]t is not realistic that a patent owner could
fairly address the scope of rejections adopted by the Examiner in less than one third of the space
than was used [to] set forth the reasoning for the rejections.”™ In particular, patent owner states
that, under 37 CFR 1.111(b), it “must address every ground of rejection,” that “the Examiner set
forth a total of twelve issues in addition to the priority date,” and that patent owner “is required
to respond to the Requester’s priority date analysis (adopted by the Examiner) and each claim
rejection with more than a bald traversal of each rejection.”® Patent owner further asserts that it
is “entitled to present evidence of secondary considerations of non-obviousness, which are
extensive in this case” and that “[w]hile the reference materials themselves do not appear to be
subject to the fifty page limit, it requires many pages to place these references in context.”’

Based on the individual facts and circumstances of this case such as, for example, the size of the
March 5, 2010 Office action, including the number of rejections and incorporation by reference

z Petition under 37 CFR 1.183 at page 3.
Id.

* Petition under 37 CFR 1.183 at page 2.

: Petition under 37 CFR 1.183 at page 3.
Id.

71d.
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of pages from the request,’ it is deemed equitable to waive the 50-page limit of 37 CFR 1.943(b)
in this instance.

The total number of pages of patent owner’s June 10, 2010 response that count toward the page
limit is 78 pages.” The substantive portion of the March 5, 2010 Office action has been
determined to span approximately 161 pages.'® Thus, it is deemed equitable in this instance to
waive the 50-page limit of 37 CFR 1.943(b) to the extent that patent owner’s response to the
March 5, 2010 Office action not exceed 78 pages. Accordingly, patent owner’s petition under 37
CFR 1.183 is granted and the page limit of 37 CFR 1.943(b) is waived to the extent of permitting
patent owner’s response to the March 5, 2010 Office action to exceed the page limit by up to 28
pages. This waiver makes patent owner’s June 10, 2010 response page-length compliant.'

II1. Time Period and Page Limit for Submission of Third Party Requester Comments

This decision, sua sponte, waives the provisions of 37 CFR 1.943(b) to the extent that any
written comments by third party requester filed in response to patent owner's response as set
forth in this decision shall not exceed 78 pages in length, excluding reference materials, such as
prior art references. This waiver is conditional on the submission being in at least 12 point
font and one-and-a-half or double spaced, with appropriate margins. Requester has 30 days
from the mailing date of this decision, granting patent owner’s petition under 37 CFR 1.183 and
making patent owner’s June 10, 2010 response page-length compliant, to file a comments paper
pursuant to 37 CFR 1.947.

8 For example, the March 5, 2010 Office action contains a total of 72 rejections. See Office action at pages 10-16.

® Pursuant to MPEP 2667(1)(A)(2), only those pages of patent owner’s response upon which arguments appear are
included against the page limit count. The remarks portion of the June 10, 2010 response includes 78 pages of
arguments. The June 10, 2010 response also includes 2 declarations under 37 CFR 1.132 (the Schlecht and
Pellikaan declarations). As set forth in MPEP 2667(I)(A)(2), affidavits or declarations that are excluded from the
page limit requirements include, for example, declarations that provide comparative test data and an analysis of
same. Further, attached exhibits presenting data or drawings are not included against the page limit count, unless an
exhibit or drawing includes argument as to how the outstanding rejection is overcome. Thus, no pages of the
Schlecht declaration count toward the page limit, and no pages of the Pellikaan declaration and its 88 accompanying
exhibits count toward the page limit. Concurrently, on June 10, 2010, patent owner filed a notification of concurrent
proceedings under 37 CFR 1.565(a), to which was attached several documents and exhibits from a related litigation.
A review of the remarks portion of the June 10, 2010 response indicates that patent owner did not incorporate by
reference material from these other sources but, rather, included any such material directly into the response itself,’
for example, in the form of direct quotes. See, e.g., June 10, 2010 patent owner response at pages 4-6. Additionally,
because 37 CFR 1.943(b) expressly excludes appendices of claims from the page limit count, no pages of Appendix
A count toward the page limit. -

1% 1t is noted that, on its face, the substantive portion of the March 5, 2010 Office action, setting forth the rejections
of the claims that were adopted by the examiner, appears to span only 16 pages but relies heavily on incorporation
by reference of approximately 145 pages from the request for inter partes reexamination in the ‘1206 proceeding to
set forth the rejections.

! The August 4, 2010 Notice of Defective Paper is moot in view of this waiver making patent owner’s June 10,
2010 response page-length compliant. Thus, no patent owner response to the Notice of the Defective Paper is
required.
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CONCLUSION

1. Patent owner’s June 10, 2010 petition under 37 CFR 1.183 is granted and the page limit of
37 CFR 1.943(b) is waived to the extent of permitting patent owner’s response to the
March 5, 2010 Office action to exceed the page limit by up to 28 pages. This waiver
makes patent owner’s June 10, 2010 response page-length compliant.

2. The August 4, 2010 Notice of Defective Paper is moot in view of this decision making
patent owner’s June 10, 2010 response page-length compliant. Thus, no patent owner
response to the Notice of the Defective Paper is required.

3.  This decision, sua sponte, waives the provisions of 37 CFR 1.943(b) to the extent that any
written comments by third party requester filed in response to patent owner’s response as
set forth in this decision shall not exceed 78 pages in length, excluding reference materials,
such as prior art references. This waiver is conditional on the submission being in at
least 12 point font and one-and-a-half or double spaced, with appropriate margins.
Requester has 30 days from the mailing date of this decision, granting patent owner’s
petition under 37 CFR 1.183 and making patent owner’s June 10, 2010 response page-
length compliant, to file a comments paper pursuant to 37 CFR 1.947.

4, Jurisdiction for the €¢1206 reexamination proceeding is returned to the Central
Reexamination Unit (CRU).

5. Any questions concerning this communication should be directed to Nicole Dretar, Legal
Advisor, at (571) 272-7717.

Ve G A ol

Pinchus M. Laufer »
Legal Advisor -
Office of Patent Legal Administration
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Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NUMBER 95/001,206.
PATENT NUMBER 7272021.

TECHNOLOGY CENTER 3999.

ART UNIT 3992.

Enclosed is a copy of the latest communication from the United States Patent and
Trademark Office in the above-identified reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947. ,

if an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

PTOL-2070 (Rev.07-04)
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In re: Schlecht et al. : :

Inter Partes Reexamination Proceeding : DECISION ON PETITION
Control No.: 95/001,206 : UNDER 37 CFR § 1.181
Deposited: August 19, 2009 :

For: U.S. Patent No.: 7,272,021

This is a decision on a petition filed by the patent owner on August 31, 2010 entitled:
“PETITION UNDER 37 C.F.R.. § 1.181 TO STRIKE THIRD PARTY REQUESTER S
AUGUST 23, 2010 COMMENTS” [hereinafter “the Petition”].

The petition is a request to the Director to exercise his supervisory authority pursuant to 37 CFR
§ 1.181 to strike the allegedly improper comments from the record.

The petition is before the Director of the Central Reexamination Unit. The petition is denied.
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REVIEW OF RELEVANT FACTS
e U.S. Patent No. 7,272,021 issued on September 18, 2007.

e A request for inter partes reexamination was filed on August 19, 2009 and assigned
control no. 95/001,206.

o Inter partes reexamination was ordered on October 15, 2009 and a non-final rejection
was mailed on-March 5, 2010.

e On June 10, 2010, patent owner filed a paper responding to the Office action. The
certificate of service states it was served on the third party on June 7. The paper was
longer than permitted by rule, but was filed with a petition to waive the page limit.

e On August 11, 2010, the Office of Patent Legal Administration issued a decision granting
the petition and waiving the page limit, thereby making the response a complete and
compliant response. The decision stated the third party had 30 days from the decision
date to file comments. :

e On August 23; 2010, the third party submitted comments.

¢ On August 31, 2010, patent owner filed the instant petition.

STATUTES, REGULATIONS, AND PATENT EXAMINING PROCEDURES

35 U.S.C. § 314 Conduct of inter partes reexamination proceedings (in part)

(b) RESPONSE. —

* 3k %k

(2) Each time that the patent owner files a response to an action on the merits from the
Patent and Trademark Office, the third-party requester shall have one opportunity to file
written comments addressing issues raised by the action of the Office or the patent owner’s
response thereto, if those written comments are received by the Office within 30 days after
the date of service of the patent owner’s response.
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37 C.F.R. § 1.943 Requirements of responses, written comments, and briefs in inter partes
reexamination (in part) ‘

(b) Responses by the patent owner and written comments by the third party requester shall
not exceed 50 pages in length, excluding amendments, appendices of claims, and reference
materials such as prior art references.

MPEP § 2666.05 Third Party Comments After Patent Owner Response (in part)

I. TIMELINESS
A third party requester may once file written comments on any patent owner response to an
Office action, during the examination stage of an inter partes reexamination proceeding. The
third party requester comments must be filed within a period of 30 days from the date of
service of the patent owner’s response on the third party requester. 37 CFR 1.947. . . . If the
third party requester comments are filed after 30 days from the date of service of the patent
owner’s response on the third party requester, the comments will not be considered. See 37
CFR 1.957(a).

The following special circumstance is to be noted. In unique circumstances, it may happen
that a patent owner files a response to an Office action and the page length of the response
exceeds the page length set by 37 CFR 1.943(b). Accompanying the response is a petition
under 37 CFR 1.183 requesting waiver of the 37 CFR 1.943(b) requirement. Until such a 37
CFR 1.183 petition to waive the page length is granted, or a page length compliant response
is filed (if the 37 CFR 1.183 petition is not granted), the patent owner response is
incomplete. Pursuant to MPEP § 2666.40, “[a]fter the owner completes the response, the
examiner will wait two months from the date of service of the patent owner’s completion of
the response, and then take up the case for action, since the 30 days for the third party
requester comments on the response as completed will have expired by that time. The third
party requester may file comments on the response as completed ...The response as
completed is treated as a new response on-the-merits to the Office action; thus, the third
party requester is entitled to file comments and has 30 days to do so.” Based on the above, at
the time the 37 CFR 1.183 petition is granted, the patent owner response becomes complete
with its content being set in place, and the requester has 30 days from the date of the
decision granting the 37 CFR 1.183 petition to file a comment paper pursuant to 37 CFR
1.947.
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DECISION

Patent owner [“petitioner”] argues that the third party requester’s comments filed August 23,
2010 are improper because they were not timely filed. Petitioner argues that the statute requires
comments to be filed within 30 days of service of the owner’s response. Service is the only
triggering event in the statute starting the 30 day time period, not the time of a response
becoming complete or compliant, therefore it was improper for the Office to grant 30 days from
the date of the decision waiving the page limit. The MPEP is not law, and cannot contravene the
clear and unambiguous language of the statute. As service was performed June 7" and the
comments were not received until August 23", they were not timely, says petitioner.

These arguments are not persuasive. While it is true that the triggering event in the statute is
“service,” it is also true that the service must be of a “patent owner’s response.” The term
“response” is not defined in the statute, but it is implicit that the term refers only to properly
compliant responses. It does not make sense for statutory requirements to be triggered by the
filing of something that, on its face, is improper. Furthermore, as “response” is not defined, it is
left to the Office as the agency administering the statute to interpret and define the term. As |
codified in the regulations, 37 CFR § 1.943 states that “Responses by the patent owner . . . shall
not exceed 50 pages in length.” A “response” is therefore interpreted and defined by the Office
at least as a paper that does not exceed 50 pages in length. As Congress failed to define
“response” in the statute, the Office is free to interpret and further define the term in its
regulations.

Thus, at the time the paper was filed, at the time of service, the paper was not a “response”
within the meaning of the statute, and therefore the time period was not yet triggered. Only after
the Office waived the page limit requirement, in effect altering its definition in this case, did
there exist a patent owner’s response. While service was made earlier, it was not effected until
the waiver of the page limit because it was not until that date that there was a patent owner’s
response. The effective date of “service of the patent owner’s response” under 35 U.S.C. §
314(b)(2) was therefore the date of the decision waiving the page limit requirement, and it was
proper for the Office to grant 30 days from that date for the filing of comments. ‘

Petitioner has not shown that the Office’s interpretation is unreasonable, and as shown above the
statute is not clear and unambiguous in petitioner’s favor. The Director sees no need to alter the
Office’s interpretation of the statute in this situation, which is already explicitly set forth in
MPEP 2666.05 as quoted above, and the present situation is directly in accord with the MPEP.
The entry of the comments paper is therefore in accord with Office policy. Accordingly, the
petition is denied.
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CONCLUSION

1. The petition filed August 31, 2010 is denied. The third party comments filed August 23, 2010
are not expunged from the record.

2. Telephone inquiries related to this decision should be directed to Mark Reinhart, Supervisory
Patent Examiner, at (571) 272-1611 or in his absence to the undersigned at (571) 272-0700.

S fure——

Irem Yu€el
Director, Central Reexamination Unit
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Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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In re Schlecht et al | : ~
Inter partes Reexamination Proceeding : DECISION
Control No: 95/001,206 : DISMISSING
Filing Date: August 19, 2009 : PETITION

For: U.S. Patent No.: 7,272,021
This is a decision on the March 21, 2011 patent owner petition, entitled “Petition to Stay Inter
Partes Reexamination” (the March 21, 2011 patent owner petition).

This decision also addresses the November 3, 2009 change of correspondence address for the
patent owner.

The March 21, 2011 patent owner petition, the November 3, 2009 change of correspondence
address for the patent owner, and the record as a whole, are before the Office of Patent Legal
Administration for consideration.

SUMMARY
The March 21, 2011 patent owner petition is dismissed.
The November 3, 2009 change of correspondence address for the patent owner is ineffective.

DECISION

The patent owner requests the Office to suspend the present inter partes reexamination
proceeding.
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MPEP 2686.04 provides, in pertinent part (emphasis added):

[35 U.S.C. 314(c)]' thus authorizes the Director of the USPTO to suspend (stay)
reexamination proceedings, where there is good cause to do so, pending the conclusion of
litigation based on a potential for termination of a reexamination prosecution under 35 U.S.C.
317(b). Thus, a District Court decision that is pending appeal on the validity of the same
claims considered in an inter partes reexamination proceeding may provide the requisite
statutory “good cause” for suspension, due to the real possibility that the 35 U.S.C. 317(b)
estoppel may attach in the near future to bar/terminate the reexamination proceeding.

Factors to be considered in determining whether it is appropriate to suspehd action in the
reexamination are: '

A. Whether the third party requester is a party to the litigation;
B. Whether the claims in suit are identical to the claims under reexamination;

C. Whether the issue(s) raised in the reexamination proceeding are the same issue(s) that
were raised or could have been raised by the requester in the litigation;

D. Whether the litigation has advanced to a late enough stage that there is a sufficient
probability that a final decision will be adverse to the requester; and

E. Whether there is a concurrent ex parte reexamination proceeding for the patent.

The patent owner argues that good cause exists to suspend the present proceeding because the
requester, Murata Manufacturing Co. Ltd., is a co-defendant in the co-pending litigation,
SynQor, Inc. v. Artesyn Technologies, Inc. et al., Civil Action No. 2:07-CV-497-TJW-CE (E.D.
Tex.). Upon brief review of the multitude of court documents filed in the present proceeding, the
Office has verified that the requester, Murata Manufacturing Co., Ltd., is a co-defendant in the
co-pending litigation, which satisfies item A.?

The patent owner further asserts that the claims at issue in the reexamination are identical to
those in the litigation. The patent owner states that prior to trial, the district court instructed the

'350s.C.3 14(c) provides, in pertinent part (emphasis added):

Unless otherwise provided by the Director for good cause, all inter partes reexamination proceedings
under this section, including any appeal to the Board of Patent Appeals and Interferences, shall be conducted
with special dispatch within the Office.

? The patent owner is reminded that the patent owner has the burden of providing a sufficient showing of the above-
listed factors, including whether the requester is a co-defendant to the litigation. Merely stating that the requester is a
co-defendant in the litigation is insufficient. In the present case, the Office was able to verify patent owner’s
statement after brief review. However, if more than a brief review of the voluminous number of court documents is
required to determine the above factors, then the showing of the patent owner will be determined to be insufficient,
as discussed infra.
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parties to agree on a representative number of claims for trial management purposes, and that the
parties agreed to try claims 21 and 30 as representative claims of U.S. Patent no. 7,272,021 (the
‘021 patent). The patent owner, however, has not pointed to any court document that includes,
for example, the court’s instructions regarding the requirement to select representative claims,
such as the court’s order to select representative claims, or a court document that includes a
statement by the patent owner regarding the court’s requirement to select representative claims.
Furthermore, the patent owner has not pointed to any court document that sets forth which claims -
of the ‘021 patent were the subject of the litigation prior fo the court’s requirement to select
representative claims. In other words, the patent owner has not shown which group of claims is
represented by the representative claims. For this reason, the patent owner has not sufficiently
shown that the claims at issue are identical to the claims in reexamination, i.e., claims 1, 9, 15,
16, 21-27, 29-31, 39, and 45-47 of the ‘021 patent. Thus, item B has not been shown to have
been satisfied.

The patent owner asserts that “all of the art cited by the Requester was available for use in the
Litigation”. To support its assertion, the patent owner points to exhibit A of the present petition,
which is a court document, filed on October 29, 2010 by the co-defendants in the co-pending
litigation, that identifies prior art “that may anticipate or showing [sic] the state of the art”
pursuant to 35 U.S.C. 282, and that “reserves the right to modify or supplement this disclosure”.
This court document was filed more than one year after the August 19, 2009 filing date of the
request for reexamination, showing that any issues raised in the reexamination proceeding were
either raised or could have been raised prior to trial in the litigation. Thus, item C has been
satisfied. :

The patent owner further argues that the proceedings in the district court have reached an
advanced stage. The patent owner states that the district court has entered a judgment on the jury
verdict. The patent owner, however, has not pointed to a copy of the court’s judgment to support
its statement. Furthermore, the patent owner has not provided any evidence that an appeal has
been filed with the Federal Circuit, or that the time for filing all appeals has expired. For this
reason, the patent owner has not shown that litigation has advanced to a late enough stage that
there is a sufficient probability that a final decision will be adverse to the requester. Thus, item
D has not been shown to have been satisfied.

Finally, Office records do not reveal the existence of a co-pending ex parte reexamination
proceeding for the ‘021 patent, which satisfies item E.

See also Sony Computer Entertainment America, Inc. v. Dudas, 85 USPQ2d 1594 (E.D. Va.
2006), where the court upheld the Office’s determination of “good cause” to suspend two related
inter partes reexamination proceedings. The facts of the present case, however, are clearly
distinguishable from Sony. In Sony, the request for inter partes reexamination was not filed until
after a final judgment in the district court was rendered. In the present case, however, the
request for inter partes reexamination was filed well before trial began. Furthermore, unlike
Sony, the Office has already issued an action closing prosecution rejecting all of the patent
claims under reexamination, while in Sony, an action on the merits had not yet issued. Also, in
Sony, an appeal had been filed and had been fully briefed. Thus, a final decision in Sony was on
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the horizon.? In the present case, however, the patent owner has not shown that an appeal to the
Federal Circuit has been filed, or that the time for filing all appeals has expired. In other words,
the patent owner has not shown that a final decision is expected in the near future. And, without
a final decision adverse to requester, no estoppel can attach to bar the filing of an inter partes
reexamination request or to mandate termination of an ordered reexamination proceeding. Stated
another way, the fact that estoppel could possibly attach at some uncertain point in the future, as
argued by patent owner, does not provide the requisite showing of good cause for suspension.
Finally, reexamination in Sony was limited to the claims that were being litigated. In the present
case, however, the patent owner has not shown that the claims in suit are identical to the claims
under reexamination in the present proceeding.

In summary, the patent owner has not provided a showing of good cause to suspend prosecution
of the present reexamination proceeding.

Accordingly, the March 21, 2011 patent owner petition is dismissed. Pursuant to MPEP
2686.04, the present inter partes reexamination proceeding will continue, and will not be

suspended.

If a renewed petition to suspend the present inter partes reexamination proceeding is later
contemplated, the factors explained in this decision must be addressed.

The November 3, 2009 Change of Correspondence Address of the Patent Owner Is Ineffective

A change of correspondence address was filed by the patent owner in the present proceeding on

" November 3, 2009. However, the address for the patent owner in a reexamination proceeding is
the official correspondence address of the patent owner in the patent file. In the present case, the
official correspondence address for the patent owner, that is of record in the patent file,
application no. 11/407,699, is shown in the caption of this decision. See MPEP 2622 and 37

CFR 1.33(c).

Accordingly, the November 3, 2009 change of correspondence address for the patent owner is
ineffective.

A courtesy copy of this decision will be mailed to the practitioner who submitted the present
patent owner petitions, Mr. Richard D. McLeod. Absent the filing of a proper change of
correspondence address in the patent file, which is application no. 11/407,699, however, all
future correspondence will be mailed to the current address of record for the patent owner,
as shown in the caption of this decision.

CONCLUSION

e The March 21, 2011 patent owner petition is dismissed.

e The present inter partes reexamination proceeding will continue, and will not be suspended.

3 A decision is “final” after all appeals, including any appeal to the Federal Circuit, have been exhausted.
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e - The November 3, 2009 change of correspondence address for the patent owner is ineffective.
Absent the filing of a proper change of correspondence address in the patent file, application
no. 11/407,699, all future correspondence will be mailed to the current address of record for
the patent owner, as shown in the caption of this decision.

e Telephone inquiries related to this decision should be directed to Cynthia L. Nessler, Senior
Legal Advisor, at (571) 272-7724, or in her absence, to the undersigned at (571) 272-7710.

foith, . ety

Kenneth M. Schor
Senior Legal Advisor
Office of Patent Legal Administration

6-02-11
Kenpet8/IP/suspend
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For: U.S. Patent No. 7,272,021

This is a decision on the December 20, 2011 patent owner petition entitled “Petition To Waive
Rules (37 C.F.R. § 1.183).”

The patent owner petition is before the Office of Patent Legal Administration.

The petition under 37 C.F.R. § 1.183 to request rule waiver and an extension of time is granted
to the extent specified below.

BACKGROUND

e On August 19, 2009, a corrected request for inter partes reexamination of certain claims of
U.S. Patent 7,272,021 was filed by a third party requester. This proceeding was accorded
control number 95/001,206 (“the 1206 proceeding”). Reexamination was ordered on
October 15, 2009.

» Prosecution progressed until, on September 2, 2011, a Right of Appeal Notice was issued by
the Office, in which all of requester’s proposed rejections were adopted, and all of the patent
claims subject to reexamination were rejected.
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e On October 3, 2011, patent owner filed a Notice of appeal and the following petitions:

O

0]

A petition entitled “Petition For Entry of Amendment After ACP (37 CF.R. §
1.181)” requesting reconsideration of the examiner’s decision to close prosecution.

A petition entitled “Petition To Waive Rules (37 C.F.R. § 1.183)” requesting a waiver
of the prohibition on requesting an extension of time to file an appellant’s brief until
after a decision is issued on the co-filed § 1.181 petition.

e On November 21, 2011, the Office issued a decision granting the petition to waive rules
under § 1.183, extending the time to file an appeal brief through January 3, 2012.

e On December 20, 2011, patent owner filed a petition entitled “Petition To Waive Rules (37
C.F.R. § 1.183)” requesting a waiver of the prohibition on requesting an extension of time to
file an appellant’s brief until after a decision is issued on the earlier-filed § 1.181 petition.

STATUTES, REGULATIONS, AND PATENT EXAMINING PROCEDURES

37 CFR § 1.183 states:

In an extraordinary situation, when justice requires, any requirement of the
regulations in this part which is not a requirement of the statutes may be
suspended or waived by the Director or the Director's designee, sua sponte, or
on petition of the interested party, subject to such other requirements as may be
imposed. Any petition under this section must be accompanied by the petition
fee set forth in § 1.17(f).

37 C.F.R. § 41.61(Db) states:

(1)  Within fourteen days of service of a requester’s notice of appeal under paragraph
(a)(2) of this section and upon payment of the fee set forth in § 41.20(b)(1), an owner
who has not filed a notice of appeal may file a notice of cross appeal with respect to the
final rejection of any claim of the patent.

(2)  Within fourteen days of service of an owner’s notice of appeal under paragraph
(a)(1) of this section and upon payment of the fee set forth in § 41.20(b)(1), a requester
who has not filed a notice of appeal may file a notice of cross appeal with respect to any
final decision favorable to the patentability, including any final determination not to
make a proposed rejection, of any original, proposed amended, or new claim of the
patent.

37 CFR § 41.66 states, in pertinent part:

(@) An appellant’s brief must be filed no later than two months from the latest
filing date of the last-filed notice of appeal or cross appeal or, if any party to the
proceeding is entitled to file an appeal or cross appeal but fails to timely do so,
no later than two months from the expiration of the time for filing (by the last
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party entitled to do so) such notice of appeal or cross appeal. The time for filing
an appellant’s brief or an amended appellant’s brief may not be extended.

DECISION

The present patent owner petition for an extension of time was filed on December 20, 2011, after
the filing of a Notice of Appeal, and a previously granted petition for an extension of time to file-
an appellant’s brief. Patent owner filed the instant petition under 37 C.F.R. § 1.183 for waiver of
the prohibition of an extension of time for filing an appellant’s brief until after a decision is
issued on the petition under § 1.181 that was filed on October 3, 2011. Under 37 C.F.R. §
41.66(a), the time for filing an appellant’s brief may not be extended.

The time for filing an appellant’s brief was previously extended to run through January 3, 2011.'
The outstanding petition under 37 C.F.R. § 1.181 is currently under consideration by the Office.

In this instance, patent owner has filed a petition for extension of time to obtain the results of (a
decision on) a petition under § 1.181. A decision on the § 1.181 petition has not yet been
rendered. In the event patent owner were to have filed an Appellant’s Brief to keep the
proceeding pending, in this case, that filing would cause an unnecessary expenditure of resources
by the Central Reexamination Unit (CRU) to consider a brief that could become moot, should the
petition under § 1.181 be granted.

Under the current facts and circumstances of the proceeding, an extension of time under 37
C.F.R. § 1.183 is granted to the extent that patent owner petitioner’s time period to submit an
Appellant’s Brief is extended to run 30 days from the previously extended due date; i.e., through
February 2, 2011.

If the petition under § 1.181 has not yet been decided at the point where the time for requester to
file an Appellant’s Brief becomes less than two weeks prior to the deadline as extended, then
petitioner may file a petition for an additional extension of time. In that event, petitioner is
advised to contact Michael Cygan at the phone number given below in the contact information to
inform the Office that the petition for an additional extension of time is being filed, in order to
expedite its review. Petitioner should note for any further request for extension that the Office,
by statute, handles all infer partes reexamination proceedings with special dispatch, and
therefore the delay resultant to granting a petition extending the time for filing an appellant’s
brief is weighed the risk of unnecessary expenditure of resources, and that welghmg is a strongly
fact-specific inquiry.

CONCLUSION

1. The patent owner petition for extension of time filed December 20, 2011 for filing an
Appellant’s Brief is granted to the extent stated above.

! See decision issued on November 21, 2011.
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2. The time for to file an Appellant’s Brief, by either or both of the patent owner or the

third party requester, is extended to run 30 days from the due date; i.e., through February 2,
2012.

3. Telephone inquiries related to this decision should be directed to the undersigned at
(571) 272-7700.

/Michael Cygan/

Michael Cygan
Legal Advisor
Office of Patent Legal Administration

December 22, 2011
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In re Schlecht et al. :
Inter Partes Reexamination Proceeding : DECISION

Control No. 95/001, 206 : GRANTING PETITION
Filed: August 19, 2009 : UNDER § 1.183

For: U.S. Patent No. 7,272,021

This is a decision on the January 19, 2012 patent owner petition entitled “Petition To Waive
Rules 37 C.F.R. § 1.183).”

The patent owner petition is before the Office of Patent Legal Administration.

The petition under 37 C.F.R. § 1.183 to request rule waiver and an extension of time is granted
to the extent specified below.

BACKGROUND

e On August 19, 2009, a corrected request for inter partes reexamination of certain claims of
U.S. Patent 7,272,021 was filed by a third party requester. This proceeding was accorded
control number 95/001,206 (“the ‘1206 proceeding”). Reexamination was ordered on
October 15, 20009.

e Prosecution progressed until, on September 2, 2011, a Right of Appeal Notice was issued by
the Office, in which all of requester’s proposed rejections were adopted, and all of the patent
claims subject to reexamination were rejected.
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e On October 3, 2011, patent owner filed a Notice of appeal and the following petitions:

o A petition entitled “Petition For Entry of Amendment After ACP (37 C.F.R. §
1.181)” requesting reconsideration of the examiner’s decision to close prosecution.

o A petition entitled “Petition To Waive Rules (37 C.F.R. § 1.183)” requesting a waiver
of the prohibition on requesting an extension of time to file an appellant’s brief until
after a decision is issued on the co-filed § 1.181 petition.

e On November 21, 2011, the Office issued a decision granting the petition to waive rules
under § 1.183, extending the time to file an appeal brief through January 3, 2012.

e On December 20, 2011, patent owner filed a petition entitled “Petition To Waive Rules (37
C.F.R. § 1.183)” requesting a waiver of the prohibition on requesting an extension of time to
file an appellant’s brief until after a decision is issued on the earlier-filed § 1.181 petition.

e On December 23, 2011, the Office issued a decision granting the petition to waive rules
under § 1.183, extending the time to file an appeal brief through February 2, 2012.

e OnJanuary 19, 2012, patent owner filed a petition entitled “Petition To Waive Rules (37
C.F.R. § 1.183)” requesting a waiver of the prohibition on requesting an extension of time to
file an appellant’s brief until after a decision is issued on the earlier-filed § 1.181 petition.

STATUTES, REGULATIONS, AND PATENT EXAMINING PROCEDURES

37 CFR § 1.183 states:

In an extraordinary situation, when justice requires, any requirement of the
regulations in this part which is not a requirement of the statutes may be
suspended or waived by the Director or the Director's designee, sua sponte, or
on petition of the interested party, subject to such other requirements as may be
imposed. Any petition under this section must be accompanied by the petition
fee set forth in § 1.17(f).

37 C.F.R. § 41.61(b) states:

(1) Within fourteen days of service of a requester’s notice of appeal under paragraph
(a)(2) of this section and upon payment of the fee set forth in § 41.20(b)(1), an owner
who has not filed a notice of appeal may file a notice of cross appeal with respect to the
final rejection of any claim of the patent.

(2)  Within fourteen days of service of an owner’s notice of appeal under paragraph
(a)(1) of this section and upon payment of the fee set forth in § 41.20(b)(1), a requester
who has not filed a notice of appeal may file a notice of cross appeal with respect to any
final decision favorable to the patentability, including any final determination not to
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make a proposed rejection, of any original, proposed amended, or new claim of the
patent.

37 CFR § 41.66 states, in pertinent part:

(a) An appellant’s brief must be filed no later than two months from the latest
filing date of the last-filed notice of appeal or cross appeal or, if any party to the
proceeding is entitled to file an appeal or cross appeal but fails to timely do so,
no later than two months from the expiration of the time for filing (by the last
party entitled to do so) such notice of appeal or cross appeal. The time for filing
an appellant’s brief or an amended appellant’s brief may not be extended.

DECISION

The present patent owner petition for an extension of time was filed on January 19, 2012, after
the filing of a Notice of Appeal, and two previously granted petitions for an extension of time to
file an appellant’s brief. Patent owner filed the instant petition under 37 C.F.R. § 1.183 for
waiver of the prohibition of an extension of time for filing an appellant’s brief until after a
decision is issued on the petition under § 1.181 that was filed on October 3, 2011. Under 37
C.F.R. § 41.66(a), the time for filing an appellant’s brief may not be extended.

The time for filing an appellant’s brief was previously extended to run through February 2,
2012.! The outstanding petition under 37 C.F.R. § 1.181 is currently under consideration by the
Office.

In this instance, patent owner has filed a petition for extension of time to obtain the results of (a
decision on) a petition under § 1.181. A decision on the § 1.181 petition has not yet been
rendered. In the event patent owner were to have filed an Appellant’s Brief to keep the
proceeding pending, in this case, that filing would cause an unnecessary expenditure of resources
by the Central Reexamination Unit (CRU) to consider a brief that could become moot, should the
petition under § 1.181 be granted.

Under the current facts and circumstances of the proceeding, an extension of time under 37
C.F.R. § 1.183 is granted to the extent that patent owner petitioner’s time period to submit an
Appellant’s Brief is extended to run 30 days from the previously extended due date; i.e., through

March 3, 2012. : .

If the petition under § 1.181 has not yet been decided at the point where the time for requester to
file an Appellant’s Brief becomes less than two weeks prior to the deadline as extended, then
petitioner may file a petition for an additional extension of time. In that event, petitioner is
advised to contact Michael Cygan at the phone number given below in the contact information to
inform the Office that the petition for an additional extension of time is being filed, in order to
expedite its review. Petitioner should note for any further request for extension that the Office,
by statute, handles all inter partes reexamination proceedings with special dispatch, and

! See decision issued on November 21, 2011.
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therefore the delay resultant to granting a petition extending the time for filing an appellant’s
brief is weighed the risk of unnecessary expenditure of resources, and that weighing is a strongly

fact-specific inquiry.

CONCLUSION

1. The patent owner petition for extension of time filed January 19, 2012 for filing an
Appellant’s Brief is granted to the extent stated above.

2. The time for to file an Appellant’s Brief, by either or both of the patent owner or the
third party requester, is extended to run 30 days from the due date; i.e., through March 3,
2012.

3. Telephone inquiries related to this decision should be directed to the undersigned at
(571) 272-7700.

/Michael Cygan/

Michael Cygan
Legal Advisor
Office of Patent Legal Administration

January 24, 2011
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Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
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of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)



United States Patent and Trademark Office

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

Klarquist Sparkman, LLP (For Patent Owner) MAILED
121 SW Salmon Street

Suite 1600 ' . FEE 02 2012
Portland, OR 97204 CENTRAL REEXAMINATION UNIT

Murata Manufacturing Company, Ltd.

c/o Keating & Bennett, LLP (For Inter Partes Requester)
1800 Alexander Bell Drive

Suite 200

Reston, VA 20191

In re Schlecht et al : DECISION
Inter Partes Reexamination Proceeding :

Control No. 95/001,206 : DISMISSING
Filed: August 19, 2009 :

For: U.S. Patent No.: 7,272,021 : PETITION

This is a decision on patent owner’s April 1, 2011 combined petition entitled “Petition to Reopen
Prosecution and/or Waive Rules (37 CFR §§ 1.182/1.183)” (patent owner’s April 1, 2011
combined petition).

This decision also addresses requester’s June 8, 2011 opposition paper entitled “Opposition to
Petition to Reopen Prosecution and/or Waive Rules (37 CFR §§ 1.182/1.183)” (requester’s
June 8, 2011 opposition).

Patent owner’s April 1, 2011 combined petition, requester’s June 8, 201.1 opposition, and the
record as a whole, are before the Office of Patent Legal Administration for consideration.

SUMMARY
Patent owner’s April 1, 2011 combined petition under 37 CFR 1.182 and 1.183 is dismissed.
DECISION

The patent owner requests that the Office “waive” the provisions of 37 CFR 41.2 and 41.60 and
reopen prosecution in the present proceeding “so that [the patent owner] may compel the
production of evidence [under 35 U.S.C. 24] from the relevant parties” and “formally present the
evidence to the Patent Office”.! The patent owner argues that “Congress intended that the Patent
Owner would be able to compel the production of evidence from hostile parties (e.g.,
infringers)”, and that “the trial record establishes the existence of substantial evidence [which is
under a protective order by the court] that defeats the Requester’s allegations of obviousness”.

" See the first two lines of page 3 and the last four lines of page 11 of the present petition.
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As an initial matter, the Office notes that the patent owner has not presented good and sufficient
reasons, under 37 CFR 1.181, to reopen prosecution. 35 U.S.C. 314(c) requires that all inter
partes reexamination proceedings to be acted upon with “special dispatch.” The rules and
procedures of the Office were established through notice and comment in order to achieve
special dispatch in a reasonable manner. The Office rules and procedures encourage examiners to
look at the facts involved in a particular proceeding and to weigh the equities before issuing an
action closing prosecution (ACP). The patent owner does not argue, and provides no evidence,
that the examiner failed to follow Office policies and procedures in the ACP. The patent owner
also does not allege that the ACP was premature. The record shows that the examiner
appropriately followed Office rules and procedures in the determination to issue an ACP, and did
not categorically deprive the patent owner of its statutory rights to present arguments and
evidence in reexamination proceedings.

Patent owner’s argument that prosecution should be reopened appears to be solely based on the
allegation that “the interests of justice would be best served” if the provisions of 37 CFR 41.2
and 41.60 were waived, if the patent owner were permitted to compel the requester to produce
evidence under 35 U.S.C. 24, and if the patent owner were permitted to present such evidence to
the Office. Thus, the present combined petition is taken as:

1) a petition under 37 CFR 1.183 to “waive” the provisions of 37 CFR 41.2 and 41.60;

2) apetition under 37 CFR 1.182 to authorize discovery in the present inter partes
reexamination proceeding; and

3) a petition under 37 CFR 1.182 to reopen prosecution in the present infer partes
reexamination proceeding to permit the entry of the discovered evidence.

37 CFR 41.2 provides, in pertinent part:
An appeal in an inter partes reexamination proceeding is not a contested case.
37 CFR 41.60 provides, in pertinent part:

An inter partes reexamination proceeding is not a contested case subject to part D [which
governs interferences).

37 CFR 1.183 permits waiver of “any requirement of the regulations . . . which is not a
requirement of the statutes . . .”. The above-quoted provisions, however, are definitions, not
requirements. There is no requirement for the Office to waive. Furthermore, the Office cannot
selectively “waive” the definition of any one inter partes reexamination proceeding, i.e., that it is
not a contested case, while preserving the same definition for other inter partes reexamination
proceedings, because to do so would be arbitrary and capricious. For this reason, patent owner’s
petition under 37 CFR 1.183 to “waive” the relevant provisions of 37 CFR 41.2 and 41.60 is
dismissed. '

The patent owner also requests the Office, under 37 CFR 1.182, to authorize discovery in the
present proceeding. Patent owner’s petition is, in essence, a request to review the Office’s
interpretation that the inter partes reexamination statute does not authorize discovery in inter
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partes reexamination proceedings, which includes the interpretation that inter partes
reexamination proceedings are not “contested cases” within the meaning of 35 U.S.C. 24.

35 U.S.C. 24 provides, in pertinent part (emphasis added):

The clerk of any United States court for the district wherein testimony is to be taken for use in
any contested case in the Patent and Trademark Office, shall, upon the application of any
party thereto, issue a subpoena for any witness residing or being within such district,
commanding him to appear and testify before an officer in such district authorized to take
depositions and affidavits, at the time and place stated in the subpoena. The provisions of the
Federal Rules of Civil Procedure relating to the attendance of witnesses and to the production
of documents and things shall apply to contested cases in the Patent and Trademark Office....

The inter partes reexamination statute, however, does not authorize discovery in inter partes
reexamination proceedings. 35 U.S.C. 24 is not applicable to infer partes reexamination
proceedings.

Optional infer partes reexamination was enacted in the American Inventors Protection Act of
1999 (the AIPA). See Public Law 106-113, 113 Stat. 1501, 1501 A-552 through 1501A-591
(1999), codified at 35 U.S.C. 311-318. 35 U.S.C. 311-318 provide for the filing of a request for
inter partes reexamination, the Office’s decision on such a request, an examination stage
including Office actions on the merits, patent owner responses to the Office actions, and third-
party requester comments (where patent owner responds) addressing issues raised by the Office
action and/or the patent owner’s response, an appeal stage, and the issuance of a certificate at the
conclusion of the proceedings. The AIPA provided that the patent owner in an infer partes
reexamination could appeal a decision of the Board of Patent Appeals and Interferences (BPAI)
adverse to patent owner to the United States Court of Appeals for the Federal Circuit (Federal
Circuit). However, as originally enacted, the AIPA did not permit a third party requester of the
inter partes reexamination to appeal an adverse decision of the BPAI to the Federal Circuit, and
did not provide for third-party-requester participation in an appeal taken by the patent owner to
the Federal Circuit. Subsequently, the 2/st Century Department of Justice Appropriations
Authorization Act (see Pub. L. 107-273, 116 Stat. 1758, 1899-1906 (2002)) via section 13106,
granted the third party requester the rights to (a) appeal an adverse decision of the BPAI to the
Federal Circuit (in which appeal the patent owner may participate), and (b) be a party to a patent
owner appeal to the Federal Circuit. Such is the extent of third party participation in an infer
partes reexamination proceeding, as provided by the 1999 and 2002 enactments. An inter
partes reexamination proceeding is otherwise modeled on ex parte proceedings such as initial
examination or ex parfe reexamination, which do not permit discovery. See, e.g., 145 Cong.
Rec. H6944 (Aug. 3, 1999) (Statement of Rep. Rohrabacher) (indicating that the AIPA was
intended to create a proceeding like ex parte reexamination which did “not subject the patent to
any greater challenge in scope than currently exists today” but “merely allows a reexam
requestor the option to further explain why a particular patent should not have been granted”).

35 U.S.C. 314 prescribes the procedure for the conduct of inter partes reexamination
proceedings. 35 U.S.C. 314(a) provides, in pertinent part (emphasis added):
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Except as otherwise provided in this section, reexamination shall be conducted according to
the procedures established for initial examination under the provisions of sections 132 and
133.

35 U.S.C. 132 and 133, which govern initial examination, do not provide any basis for the
authorization of discovery under 35 U.S.C. 24. The initial examination of a patent application is
not a “contested case in the Patent and Trademark Office” within the meaning of 35 U.S.C. 24.
Moreover, 35 U.S.C. 305, which includes corresponding provisions governing ex parte
reexamination, similarly specifies that ex parfe reexamination “will be conducted according to
the procedures established for initial examination under the provisions of sections 132 and 133.”
The fact that the same language is used to describe the conduct of ex parte reexamination
proceedings, which do not provide for discovery, implies that discovery practice is not within
the scope of any reexamination proceeding, whether inter partes or ex parte. Cf. Rules to
Implement Optional Inter Partes Reexamination Proceeding, 65 Fed. Reg. 76,756, 76,763
(December 7, 2000) (final rule) (“In a very real sense, the intent of reexamination is to start over
and reexamine the patent and examine new and amended claims as they would have been
examined in the original application of the patent.”’) (emphasis added).

35 U.S.C. 314(b) provides for service of parties and for the submission of written comments by
the third party requester after a patent owner response during the examination stage. Third party
requester’s written comments must be filed within thirty days of the date of service of patent
owner’s response. There is no authorization for discovery. Furthermore, it would be
impracticable, if not impossible, for the parties to conduct discovery, for the court to resolve any
discovery disputes, and for the third party requester to prepare and submit its written comments
within the thirty-day period set by statute. The fact that Congress required the third party
requester to file written comments within a thirty-day period provides evidence that Congress did
not intend to authorize discovery practice in inter partes reexamination proceedings.

Both 35 U.S.C. § 314(c), which governs inter partes reexamination, and 35 U.S.C. § 305, which
governs ex parte reexamination, provide that reexaminadtion in inter partes reexamination and in
ex parte reexamination proceedings, respectively, will be conducted with “special dispatch”
within the Office. Neither the statute nor the regulations define special dispatch; however, in
Ethiconv. Quigg, 849 F.2d 1422, 7 USPQ2d 1152 (Fed. Cir. 1988), the Federal Circuit
explained:

“Special dispatch” is not defined by statute. ... According to Webster’s New World
Dictionary, special means distinctive, unique, exceptional or extraordinary, and dispatch
means to finish quickly or promptly. Consequently, the ordinary, contemporary and common
meaning of special dispatch envisions some type of unique, extraordinary or accelerated
movement. In fact, the PTO itself has interpreted special dispatch to require that
‘reexamination proceedings will be “special” through their pendency’ in the office and
provides for an accelerated schedule. MPEP § 2261.

Ethicon, 849 F.2d at 1426.

Any provision for discovery would necessarily prolong proceedings before the Office. The time
needed to conduct the discovery, the additional, extensive consideration by the Office of that
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discovery, and the resolution of any issues, would be contrary to the statutory mandate for
special dispatch. If Congress had intended for discovery to be permitted in inter partes
reexamination proceedings, rather than in ex parte reexamination proceedings, Congress would
have expressly provided for such a practice, and it would have circumscribed the discovery in a
manner consistent with the statutory requirement for “special dispatch.” Thus, the statutory
requirement for special dispatch clearly provides evidence that Congress did not contemplate
discovery for inter partes reexamination proceedings. Regarding the sole exception to the
“special dispatch” requirement in the statute, i.e., a finding of “good cause” by the Director, the
Office has not authorized an exception to the “special dispatch” provision for the purposes of
permitting discovery, and is not authorized to do so, given the above-discussed provisions of 35
U.S.C. 314(a) and (b)(2).

The above interpretation of the inter partes reexamination provisions is consistent with their
legislative history. The legislative history makes no mention of discovery, and consistently
expresses a concern for providing a low-cost, efficient alternative to litigation, in which a third
party requester has the ability to participate by submitting comments, in writing, to the examiner,
in response to arguments made by the patentee. See, e.g., H.R. Rep. No. 106-287, 106th Cong.,
Ist Sess. 31, (1999) (Submitted by Rep. Coble) (“The existing patent reexamination system is an .
ineffective means for bringing relevant prior art unavailable to examiners during their search to
the attention of the PTO due to the ex parte nature of the proceeding.”);145 Cong. Rec. S14720,
(Nov. 17, 1999) (Statement of Senator Lott) (“Subtitle F is intended to reduce expensive patent
litigation in U.S. district courts by giving third-party requesters, in addition to the existing ex
parte reexamination in Chapter 30 of title 35, the option of infer partes reexamination
proceedings in the USPTO. Congress enacted legislation to authorize ex parte reexamination of
patents in the USPTO in 1980, but such reexamination has been used infrequently since a third
party who requests reexamination cannot participate at all after initiating the proceedings.
Numerous witnesses have suggested that the volume of lawsuits in district courts will be reduced
if third parties can be encouraged to use reexamination by giving them an opportunity to argue
their case for patent invalidity in the USPTO. Subtitle F provides that opportunity as an option
to the existing ex parte reexamination proceedings.”).

It is clear that the Office’s construction of the statute has consistently been that the inter partes
reexamination provisions do not authorize discovery. In response to a reporting requirement of
the AIPA (see AIPA, Pub. L. 106-113, 1501A-571, § 4606 (1999)), the Office conducted a
“round table meeting” to receive views on the effectiveness and possible improvement of inter
partes reexamination and then drafted a report to Congress. The report points out that “the lack
of such procedural mechanisms as discovery and cross-examination that would be available in
litigation has apparently resulted in challengers being unwilling to invoke inter partes
reexamination and risk its estoppel effect.” United States Patent And Trademark Office Report
To Congress On Inter Partes Reexamination (2004) (available at
http://www.uspto.gov/web/offices/dcom/olia/reports/reexam_report.htm), at 4; see also
Transcript of February 17, 2004 Roundtable Meeting (available at
http://www.uspto.gov/web/offices/pac/dapp/opla/comments/reexamproceed/round tbl_transcript
.pdf ) at 20-21 (discussing the lack of discovery in inter partes reexamination). The report
contrasts infer partes reexamination to a proposed “post-grant review process,” in which
“[c]losely controlled discovery and cross-examination would be available in the review, upon the
challenger’s presenting sufficient grounds that one or more of the patent claims are
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unpatentable.” Id. at 8. Accordingly, the public and the Office understood that discovery was
not available in inter partes reexamination, and that additional legislation would be required to
provide for such discovery.

In this regard, on September 16, 2011, Congress enacted The America Invents Act (the AIA),
which, replaces inter partes reexamination with a new proceeding titled inter partes review,
effective September 16, 2012. The statute expressly provides for discovery in newly enacted 35
U.S.C. § 316 (conduct of inter partes review), which instructs the Director to “prescribe
regulations . . . setting forth standards and procedures for discovery of relevant evidence,
including that such discovery will be limited to (A) the deposition of witnesses submitting
affidavits or declarations; and (B) what is necessary in the interests of justice.” See Pub. L. No.
112-29, Section 6. The legislative history of the new proceeding confirms that Congress
intended to provide discovery where none had previously been available:

The Act converts inter partes reexamination from an examinational to an adjudicative
proceeding, and renames the proceeding ‘‘inter partes review.’’ The Act also makes the
. following improvements to this proceeding:

* Discovery. Parties may depose witnesses submitting affidavits or declarations and seek such
discovery as the Patent Office determines is otherwise necessary in the interest of justice.

H. Rep. No. 112-98 (Part 1) 112th Cong., 1st Sess., at 46-47 (2011) (available at
http://www.gpo.gov/fdsys/pkg/CRPT-112hrpt98/pdf/CRPT-112hrpt98-ptl.pdf).

Congress’s characterization of the provision for limited discovery in inter partes review as an
“improvement” over inter partes reexamination settles any dispute concerning the proper
interpretation of the inter partes reexamination statute. The AIPA does not authorize discovery
in inter partes reexamination proceedings.

Furthermore, an inter partes reexamination proceeding is not a contested case. The Office’s
interpretation of 35 U.S.C. 314 to exclude authorization for discovery in inter partes
reexamination proceedings, including the interpretation that inter partes reexamination
proceedings are not “contested cases” within the meaning of 35 U.S.C. 24, is confirmed by the
Office’s promulgation of rules specifically governing discovery for interferences, while none
were drafted for inter partes reexamination proceedings. See, e.g., 37 CFR 41.150(a), which
states: “[a] party is not entitled to discovery except as authorized in this subpart”. If Congress
intended to permit discovery in inter partes reexamination proceedings, it would have modeled
inter partes reexamination proceedings on interferences, which are contested cases, and not on
proceedings such as initial examination or ex parte reexamination, which are not contested cases,
and which do not include discovery.

Finally, in quashing a subpoena served by the patent owner on the requester in merged inter
partes reexamination proceeding control numbers 95/000,542 and 95/000,552 (“the merged
proceeding”), the district court for the Eastern District of Virginia recently determined that an
inter partes reexamination proceeding is not a contested case, and that discovery is not permitted
in inter partes reexamination proceedings. See Abbott Labs. v. Cordis Corp., Civil Action No.
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1:11-MC-421, Order (E.D. Va. Jan. 20, 2012) (Hilton, J.), aff’g Order (Anderson, Mag. J.)
(granting motion to quash); see Hr’g Tr. at 19-20 (E.D. Va. Dec. 9, 2011) (agreeing with the
Office’s December 7, 2011 final agency action in the merged proceeding when explaining
reasons for granting motion to quash). See also the December 7, 2011 final agency action (in the
merged proceeding) denying a petition by the patent owner (in that merged proceeding)
requesting the Office to authorize the patent owner to compel discovery in that proceeding.

In summary, discovery in an infer partes reexamination proceeding is not permitted by the inter
partes reexamination statute, or by any regulation governing inter partes reexamination
proceedings. 35 U.S.C. 24 is not applicable to inter partes reexamination proceedings.
Accordingly, patent owner’s petition under 37 CFR 1.182 to authorize discovery in the present
inter partes reexamination proceeding, is dismissed. Given this dismissal, patent owner’s
petition under 37 CFR 1.182 to reopen prosecution in order to enter the discovered evidence is
dismissed as moot.

The patent owner states that the evidence which patent owner wishes to obtain by discovery is
subject to a June 19, 1999 protective order by the court in SynQor, Inc. v. Artesyn Technologies,
Inc., et al, Civil Action No. 2-07-CV-497-TJW-CE (E.D. Tex.). Even if the patent owner were
to obtain the evidence desired, the Office would not review, permit the entry of, or otherwise
consider such evidence, because the Office would not violate the court’s protective order, also as
argued by the requester. In order for such evidence to be entered and considered by the Office,
the patent owner must provide evidence that the requester has consented to a waiver of the
court’s protective order, and that the court has granted such a waiver. The patent owner has
apparently not obtained the requester’s consent in view of the requester’s argument, in its June 8,
2011 opposition, that the court’s protective order “remains in full force and effect to this day”,
and that the Office cannot grant the patent owner the authority to violate the court’s order. The
patent owner must explain, in any response to this decision, why the patent owner believed, at
the time of filing the present petition, that it would not be a violation of the court’s protective
order if the Office were to grant the present petition.

The patent owner has recourse through the court to request the court’s permission to submit the
necessary materials in this proceeding, also as argued by the requester. Therefore, there are
adequate remedies to address this situation.

The patent owner further states that documents, which are designated as exhibits D and E and
which are attached to the present petition, were subject to the court’s protective order, but were
made public at trial by the requester. The patent owner also states that additional documents,
which were filed in a notice of concurrent proceedings along with patent owner’s March 21,
2011 response, were also subject to the court’s protective order, but were presented at trial by the
requester’s expert witness, Dr. Leeb. The patent owner has not, for example, provided evidence
that these documents were made public by the requester, or that requester has consented to a
waiver of the court’s protective order with respect to these documents. However, the requester
has had over ten months to object to the filing of the documents in the notice of concurrent
proceedings, and nearly nine months to object to the filing of the documents attached to the
present petition as exhibits D and E, during which time the requester has filed comments on
April 20, 2011 on patent owner’s March 21, 2011 response, and has filed its June 8, 2011
opposition to the present petition. To date, the requester has not presented any arguments that
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any of these documents are still under the court’s protective order. For this reason, these
documents will remain in the file, and will not be sealed. However, if any of these documents
remain under the court’s protective order, the parties are required to inform the Office
immediately.

In view of the above, patent owner’s April 1,2011 combined petition under 37 CFR 1.183 to
“waive” the relevant provisions of 37 CFR 41.2 and 41.60, and under 37 CFR 1.182 to authorize
discovery, and to reopen prosecution, is dismissed.

A decision on patent owner’s October 7, 2011 petition entitled “Renewed Petition to Stay Infer
Partes Re-examination (37 CFR 1.182)” will be separately mailed in due course.

CONCLUSION
e Patent owner’s April 1, 2011 combined petition under 1.182 and 1.183 is dismissed.

e This proceeding is being referred to the Central Reexamination Unit, for treatment of the
October 3, 2011 petition entitled “Petition for Entry of Amendment after ACP (37 CFR

§§ 1.181)”.

e Any inquiry concerning this communication should be directed to Cynthia Nessler,
Senior Legal Advisor, at (571) 272-7724.

Yl 4

Kenneth M. Schor
Senior Legal Advisor -
Office of Patent Legal Administration
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Enclosed is a copy of the latest communication from the United States Patent and Trademark
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Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
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All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
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Inter partes Reexamination Proceeding : DECISION
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This is a decision on patent owner’s October 7, 2011 petition, entitled “Renewed Petition to Stay
Inter Partes Reexamination (37 CFR 1.182)” (patent owner’s October 7, 2011 renewed petition).

This decision also addresses requester’s October 27, 2011 opposition paper, entitled “Opposition
to Renewed Petition to Stay /nter Partes Reexamination (37 CFR 1.182)” (requester’s October
27,2011 opposition).

Patent owner’s October 7, 2011 renewed petition, requester’s October 27, 2011 opposition, and
the record as a whole, are before the Office of Patent Legal Administration for consideration.

SUMMARY

Patent owner’s October 7, 2011 renewed petition is dismissed as untimely. The present inter
partes reexamination proceeding will continue, and will not be suspended.

DECISION

The patent owner requests the Office to suspend the present inter partes reexamination
proceeding.
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MPEP 2686.04 provides, in pertinent part (emphasis added):'

[35 U.S.C. 314(c)]* thus authorizes the Director of the USPTO to suspend (stay)
reexamination proceedings, where there is good cause to do so, pending the conclusion
of litigation based on a potential for termination of a reexamination prosecution under 35
U.S.C. 317(b). Thus, a District Court decision that is pending appeal on the validity of the
same claims considered in an inter partes reexamination proceeding may provide the
requisite statutory “good cause” for suspension, due to the real possibility that the 35
U.S.C. 317(b) estoppel may attach in the near future to bar/terminate the reexamination
proceeding.

... [S]uspension will not be considered on its merits when there is an outstanding
Office action. )

To have a petition to suspend a reexamination proceeding considered, the patent owner must file
any required response to an outstanding Office action either prior to, or concurrent with, its
petition. The Office will not consider on the merits a petition to suspend a reexamination
proceeding when such a response by the patent owner is due.

In the present reexamination proceeding, a right of appeal notice (RAN) was issued by the Office
on Seg)tember 2,2011, after which a notice of appeal was filed by the patent owner on October 3,
2011.° Patent owner’s appellant’s brief is due. The Office will not consider on the merits the
present renewed petition to suspend the instant reexamination proceeding when patent owner’s
appellant’s brief is due, also as argued by the requester in its October 27, 2011 opposition.

Accordingly, patent owner’s October 7, 2011 renewed petition under 37 CFR 1.182 to suspend
the present reexamination proceeding is dismissed as untimely. Pursuant to MPEP 2686.04, the
present infer partfes reexamination proceeding will continue, and will not be suspended.

' See particularly, MPEP 2686.04, subsections I1(B) and III.
235U.8.C. 3 14(c) provides, in pertinent part (emphasis added):

Unless otherwise provided by the Director for good cause, ail inter partes reexamination proceedings
under this section, including any appeal to the Board of Patent Appeals and Interferences, shall be conducted
. with special dispatch within the Office.

> The patent owner has filed three consecutive petitions under 37 CFR 1.183 to extend the time period for filing an
appellant’s brief, arguing that no decision has yet to be rendered on patent owner’s petitions (1) under 37 CFR 1.182
and 1.183 to reopen prosecution, filed on April 1,2011; and (2) under 37 CFR 1.181 to enter an amendment after
action closing prosecution (ACP), filed on October 3,2011. Each of the patent owner’s three petitions to extend the
time period for filing its appellant’s brief have been granted. A decision dismissing patent owner’s petition under 37
CFR 1.182 and 1.183 has been mailed. The Office’s most recent decision, mailed on January 25, 2012, granted

* patent owner’s petition to extend the time period for filing its appellant’s brief on the basis that a decision on patent
owner’s petition under 37 CFR 1.181 to enter an amendment after ACP has not yet been rendered.
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Additional Comments

Even if the present renewed petition were timely filed, however, the present renewed petition
would not be granted because the patent owner has not provided a showing of good cause to
suspend the prosecution of the present reexamination proceeding.

Factors to be considered in determining whether it is appropriate to suspend action.in the
reexamination are:

A. Whether the third party requester is a party to the litigation;
B. Whether the claims in suit are identical to the claims under reexamination,;

C. Whether the issue(s) raised in the reexamination proceeding are the same issue(s) that were
raised or could have been raised by the requester in the litigation;

D. Whether the litigation has advanced to a late enough stage that there is a sufficient
probability that a final decision will be adverse to the requester; and

E. Whether there is a concurrent ex parte reexamination proceeding for the patent.

In its June 4, 2011 decision dismissing patent owner’s initial petition to suspend the present
reexamination proceeding, the Office determined that elements A and E have been satisfied.

Regarding element D, the patent owner argues that the proceedings in the district court have
concluded, and that the district court has entered a judgment on the jury verdict. To date,
however, the patent owner has not pointed to any written evidence that an appeal has been filed
with the Federal Circuit, or that the time for filing all appeals has expired. For this reason, the
patent owner has not shown that litigation has advanced to a late enough stage that there is a
sufficient probability that a final decision will be adverse to the requester. Thus, item D has not
been shown to have been satisfied.

See also Sony Computer Entertainment America, Inc. v. Dudas, 85 USPQ2d 1594 (E.D. Va.
2006), where the court upheld the Office’s determination of “good cause” to suspend two related
inter partes reexamination proceedings. The facts of the present case, however, are clearly
distinguishable from Sony. In Sony, the request for inter partes reexamination was not filed
until after a final judgment in the district court was rendered. In the present case, however, the
request for inter partes reexamination was filed well before trial began. Furthermore, unlike
Sony, the Office has already issued a right of appeal notice rejecting all of the patent claims
under reexamination and an appeal to the Board of Patent Appeals and Interferences (BPAI) has
been filed; while in Sony, an action on the merits had not yet issued by the Office. Also, in Sony,
an appeal to the Federal Circuit had been filed and had been fully briefed. Thus, a final decision
in Sony was on the horizon. In the present case, however, the patent owner has not shown that
an appeal to the Federal Circuit has been filed, or that the time for filing all appeals has expired.
In other words, the patent owner has not shown that a final decision is expected in the near
future. And, without a final decision adverse to requester, no estoppel can attach to bar the filing
of an inter partes reexamination request or to mandate termination of an ordered reexamination
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proceeding. Stated another way, the fact that estoppel could possibly attach at some uncertain
point in the future, as argued by patent owner, does not provide the requisite showing of good
cause for suspension.

Regarding elements B and C, because the present renewed petition is being dismissed as
untimely, and further because element D has not been shown to have been satisfied, the Office
need not, at the present time, address the issue of whether the claims at issue in the
reexamination are identical to those in the litigation, and need not reconsider whether the issue(s)
raised in the reexamination proceeding are the same issue(s) that were raised or could have been
raised by the requester in the litigation.’

In summary, even if the present renewed petition were timely filed, it would not be granted
because the patent owner has not provided a showing of good cause to suspend prosecution of

the present reexamination proceeding.

CONCLUSION

e The October 7, 2011 patent owner renewed petition is dismissed as untimely.

e The present inter partes reexamination proceeding will continue, and will not be
suspended. »

e Telephone inquiries related to this decision should be directed to Cynthia L. Nessler, Senior
Legal Advisor, at (571) 272-7724.

SBian £ Aonton_
Brian E. Hanlon

Director
Office of Patent Legal Administration

292012

* The June 4, 2011 decision determined that element C, i.e., whether the issue(s) raised in the reexamination
proceeding are the same issue(s) that were raised or could have been raised by the requester in the litigation, had
been shown to have been satisfied. However, should the patent owner timely file a second renewed petition to
suspend the present reexamination proceeding, the Office reserves its option to reconsider this issue.
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This is a decision on a petition filed by the patent owner on October 3, 2011 entitled:
“PETITION FOR ENTRY OF AMENDMENT AFTER ACP (37 CFR §§ 1.181)” [hereinafter
“the petition™]. -

The petition is a request to the Director to exercise his supervisory authority pursuant to 37 CFR -~
§ 1.181 to enter an amendment that was denied entry by the examiner.

The petition is before the Director of the Central Reexamination Unit. The petition is denied.
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REVIEW OF RELEVANT FACTS
e U.S. Patent No. 7,272,021 issued on September 18, 2007.

e A request for inter partes reexamination was filed on August 19, 2009 and assigned
control no. 95/001,206.

e Inter partes reexamination was ordered on October 15, 2009 and progressed until an
Action Closing Prosecution [“ACP”] was mailed February 18, 2011.

e On March 21, 2011, patent owner filed a response to the ACP along with a proposed
amendment. The amendment proposed adding new claims 49-51.

e On September 2, 2011, the examiner issued a Right of Appeal Notice. The examiner
denied entry of the post-ACP amendment for five reasons.

* On October 3, 2011, patent owner filed the instant petition requesting entry of proposed
new claims 49-50 only.

STATUTES, REGULATIONS, AND PATENT EXAMINING PROCEDURES

37 CFR § 1.951 Options after Office action closing prosecution in infer partes
reexamination (in part):

(a) After an Office action closing prosecution in an inter partes reexamination, the patent
owner may once file comments limited to the issues raised in the Office action closing
prosecution. The comments can include a proposed amendment to the claims, which
amendment will be subject to the criteria of § 1.116 as to whether or not it shall be admitted.

37 CFR § 1.116 Amendments and affidavits or other evidence after final action and prior to
appeal (in part): ‘

(b) After...an action closing prosecution (§ 1.949) in an infer partes reexamination filed
under § 1.913, but before or on the same date of filing an appeal (§ 41.31 or § 41.61 of this
title): -
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(1) Anamendment may be made cancehng claims or complying with any requlrement
of form expressly set forth in a previous Office action;

(2) Anamendment presenting rejected claims in better form for consideration on
appeal may be admitted; or

(3)  Anamendment touching the merits of the application or patent under
reexamination may be admitted upon a showing of good and sufficient reasons why the
amendment is necessary and was not earlier presented.

DECISION

Patent owner [“petitioner”] argues that that the post-ACP amendment should have been entered
by the examiner. In the amendment petitioner proposed adding three new claims. New claim 49
depends from claim 1 and further requires “wherein the regulation stages are switching
regulators.” New claim 50 depends from claim 1 and further requires “wherein the regulation
stages are switching regulators, wherein the DC power source provides a voltage within the
range of 36 to 75 volts, and wherein the regulation stage output is of a voltage level to drive logic
circuitry.” New claim 51 was an independent claim. Petitioner apparently withdraws the -
addition of new claim 51 in the petition.

The examiner declined entry, stating that the amendment (1) does not comply with 37 CFR §
1.530(f) as the claims are not underlined; (2) does not comply with 37 CFR § 1.530(e) as no
support was shown in the disclosure, only in the parent; (3) raises issues of broadening under 35
U.S.C. § 314, as proposed claim 51 enlarges the scope of the claims of the patent; (4) does not
comply with 37 CFR § 1.116(b) because the explanation as to why the amendment was
necessary and not earlier presented was not sufficient; and (5) the amendment does not further
prosecution by proposing the addition of new claims that have not before been considered. RAN
pp. 2-5. Without conceding anything as to the propriety of petitioner’ s other arguments, thlS
decision focuses only on reason (4). .

An amendment after ACP must comply with one of 37 CFR 1.1 16(b)(1) (3) Subsectlon (D) is
clearly inapplicable as the amendment does more than cancel claims. Subsection (2) is also
inapplicable as petitioner has not provided any argument, either in the petition or in the original
post-ACP response, as to why the amendment presents the claims in better form for appeal.

As to 37 CFR § 1.116(b)(3), petitioner argued in its post-ACP response: (a) the prior response
was filed prior to the claim construction order in concurrent litigation; (b) the examiner cited that
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order to support her claim construction; (c) it could not have proposed an amendment previously,
or the third party/defendant in litigation would have cited that amendment as evidence of the
scope of the claim; and (d) petitioner believes that the court’s construction is incorrect, but it
should be permitted to make the claims consistent with its previous argument as to what it
believes is the correct interpretation of the claims. Response filed March 21; 2011 at p. 47. The
examiner in the RAN stated that these arguments show that the amendment was not made
previously for strategic litigation purposes, therefore there is 1nsufﬁc1ent reasoning as to why the
amendment could not have been presented earher

Petitioner responds that the examiner has mischaracterized the requirements of section 1.116 and
it would be impossible for any claim to pass the examiner’s standard. Petitioner further argues it
would have been illogical for it to amend the claims prior to the court’s resolution of the claim
construction dispute as the amendment would have contradicted petitioner’s position in
litigation.

Regardless of the exact wording used by the examiner, her finding that the post-ACP amendment
did not comply with section 1.116(b)(3) was not improper. Petitioner has not made a showing of
good and sufficient reasons why its amendment was necessary and not earlier presented.
Petitioner’s argument is that the amendment was necessary to explicitly incorporate its claim
construction arguments into the claims. It argues that it could not make the amendment earlier
because it would have been inconsistent with its claim construction arguments, both in the Office
and in litigation, and that making an amendment previously would have been used against it by
the defendant in litigation.

Such arguments are not persuasive as providing good and sufficient reasons why the amendment
is necessary and was not earlier presented. The examiner was correct in concluding that all this
tells us is that earlier in prosecution patent owner made a choice—that it would argue claim
construction, rather than amending its claims. Only after the court disagreed with patent owner
did it decide to amend the claims—after the close of prosecution. Patent owner’s “good and
sufficient” reason is, essentially, “I wanted to convince the examiner without amendment earlier;
only after that failed did I decide to file an amendment.” If this were the standard, a patent
owner would never have to amend in response to a first Office action; it could merely argue
claim constructions, and then add amendments if needed later, after the close of prosecution.

It is also unpersuasive that it would have been “illogical” to argue a narrow construction and at
the same time present an amendment seemingly inconsistent with that argument. A patent will
typically have various claims of varying scopes, and sometimes claims may not be consistent.
The Director sees no reason why patent owner’s addition of, say, claim 49 would have been
illogical previously. Patent owner could easily have couched any such prior amendment in the
terms that it was merely making explicit what was already implicit, while maintaining that it
believed its construction of the independent claim to be correct. A court would no doubt take
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such statements into consideration when construing the corresponding claims, considering claim
differentiation, etc. See Univ. of Cal. v. DakoCytomation Cal., Inc., 85 USPQ2d 1929, 1936
(Fed. Cir. 2008) (holding that doctrine of claim differentiation is only a presumption and may be
overcome by the prosecution history). Again, this appears to have been more of a tactical
choice, that petitioner believed its position would look more favorable if it did not amend the
claims. Once the court construed the claims this became less important, so it was willing to
amend. '

Finally, it is unpersuasive that the defendant would have seized upon any amendment as proof
that patent owner’s “down converter” was not defined in the specification. Once again,
petitioner is clearly admitting that patent owner based its decision not to amend on how the
amendment might be perceived in litigation. Frankly, the Office is not concerned with how an
‘amendment might potentially be characterized in litigation or how it would look to the court.
The Office’s duty here is to resolve the questions of patentability raised by the requester, and to
~ do so with special dispatch. 35 U.S.C. §§ 313-314. In carrying out this duty, the Office is not
terribly concerned with how patent owner’s actions in this proceeding might affect other
proceedings in other tribunals.

Patent owner is requesting additional examination of new claims after the close of prosecution.
It has progressed in this manner for reasons seemingly based entirely on litigation strategy, so
that its arguments in court would not potentially be hampered by claim amendments. There is
nothing inherently wrong with patent owner’s litigation strategy, but as with most things it has its
downside. That downside here is that the Director finds that these reasons for withholding the
amendment until after the close of prosecution, reasons based solely on litigation strategies, are
not “good and sufficient reasons why the amendment is necessary and was not earlier presented.”

' 37 CFR § 1.116(b)(3).

Thus, upon review of the entire record, the examiner appropriately applied Office policies and

- procedures in determining that the post-ACP amendment should not be entered. The amendment
has not been shown to satisfy any of the requirements for entry of 37 CFR § 1.116(b). For the
reasons set forth above, it is deemed that the examiner followed Office rules and procedures and
did not abuse her discretion in declining entry of the post-ACP amendment filed March 21, 2011.
The petition is denied.

CONCLUSION

1. The petition filed October 3, 2010 is denied. The amendment post-ACP is not entered.
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2. Telephone inquiries related to this decision should be directed to Mark Reinhart, Supervisory
Patent Examiner, at (§71) 272-1611 or in his absence to the undersigned at (571) 272-0700.

dtfua—

Irem Yucel
Director, Central Reexamination Unit
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DECISION GRANTING
PETITION AND

SUA SPONTE
WAIVING PAGE LIMIT

Thisis a decision on patent owner’s petition paper entitled “PETITION UNDER 37 C.F.R.
§ 1.183 TO WAIVE PAGE LIMIT SET BY 37 C.F.R. § 1.943(B)” filed on July 13, 2010.

The patent owner petition is before the Office of Patent Legal Administration.

The petition fee of $400.00 pursuant to 37 CFR 1.17(f) for the petition under 37 CFR 1.183 was

processed on June 14, 2010.

The patent owner petition under 37 CFR 1.183 is granted, for the reasons set forth herein.

BACKGROUND

1. On July 4, 2006, United States Patent No. 7,072,190 (the ‘190 patent) issued to Schlecht.

2. On July 14, 2009, a request for inter partes reexamination of the ‘190 patent was filed by a
third party requester. The request was assigned Reexamination Control No. 95/001,207 (the

‘1207 proceeding).

3. On August 19, 2009, a corrected request for inter partes reexamination was filed by the third
party requester, and the ‘1207 proceeding was assigned a filing date of August 19, 2009.

4. On November 13, 2009, inter partes reexamination was ordered in the ‘1207 proceeding.

5. On April 13, 2010, a non-final Office action was mailed in the ‘1207 proceeding.
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6. On May 10, 2010, patent owner filed a request for extension of time to file its response to the
April 13, 2010 Office action.

7. On May 13,2010, the Office mailed a decision granting patent owner’s April 13, 2010
request for extension of time and extending the time period for patent owner’s response by
one month to July 13, 2010.

8. OnJuly 13, 2010, patent owner filed the instant petition entitled “PETITION UNDER 37
C.F.R. § 1.183 TO WAIVE PAGE LIMIT SET BY 37 C.F.R. § 1.943(B)” (petition under 37
CFR 1.183), concurrently with a patent owner response to the April 13, 2010 Office action.
This petition is the subject of the present decision.

DECISION
I. Relevant Authority
37 CFR 1.183 provides:

In an extraordinary situation, when justice requires, any requirement of the
-regulations in this part which is not a requirement of the statutes may be
suspended or waived by the Director or the Director’s designee, sua sponte, or on
petition of the interested party, subject to such other requirements as may be
imposed. Any petition under this section must be accompanied by the petition fee
set forth in § 1.17(f).

37 CFR 1.943(b) provides:

Responses by the patent owner and written comments by the third party requester
shall not exceed 50 pages in length, excluding amendments, appendices of claims,
and reference materials such as prior art references.

II. Patent Owner Petition Under 37 CFR 1.183

Patent owner’s July 13, 2010 petition under 37 CFR 1.183, requesting waiver of the 50-page
limit of 37 CFR 1.943(b) for its concurrently-filed response to the April 13, 2010 Office action,
has been fully considered.

37 CFR 1.183 provides for suspension or waiver of any requirement of the regulations which is
not a requirement of the statutes in an extraordinary situation, when justice requires, on petition
of the interested party. The burden is on petitioner to set forth with specificity the facts that give
rise to an extraordinary situation in which justice requires suspension of a rule. A showing
which petitioner can make in support of a request for waiver of the 50-page limit of 37 CFR
1.943(b) can be an attempt to draft a patent owner’s response in compliance with the 50-page
limit, and submission of a resulting response that is in excess of 50 pages concurrently with a
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petition under 37 CFR 1.183 for waiver of 37 CFR 1.943(b), requesting entry of the submitted
response. Such a response can be evaluated for economizing, extraneous material, and
arrangement, without repetition of information already of record. In this way, petitioner can rely
on the proposed response: (1) for justification that more pages are needed to complete the
response, and (2) to set forth an accurate determination of exactly how many additional pages are
needed to complete the response.

In the instant petition under 37 CFR 1.183, patent owner requests that the page limit for patent
owner’s response to the April 13, 2010 Office action be waived. Patent owner states that the
July 13, 2010 response “totals less than seventy-five pages of argument (excluding reference
materials, the listing of claims, and fact declarations),”l and asserts that its response is “not
excessive in view of the effective length of the Office Action.”

In support of waiver of 37 CFR 1.943(b), patent owner states that “the Examiner mailed a non-
final office action . . . that incorporated by reference the bulk of the arguments in the Requester’s
Request for Reexamination, effectively resulting in an office action comprising more than 150
pages of rejections split into ten ‘issues.” The patent owner asserts that “[i]t is not realistic that
a patent owner could fairly address the scope of rejections adopted by the Examiner in less than
one third of the space than was used [to] set forth the reasoning for the rej ections.” In
particular, patent owner states that, under 37 CFR 1.111(b), it “must address every ground of
rejection,” that “the Examiner set forth a total of ten issues involving all 33 claims of the patent,”
and that patent owner is “required to respond to each claim rejection with more than a bald
traversal of each rejection.”” Patent owner further asserts that it is “entitled to present evidence of
secondary considerations of non-obviousness, which are extensive in this case” and that “[w]hile
the reference materials themselves do no appear to be subject to the fifty page limit, it requires
many pages to place these references in context.”®

Based on the specific facts set forth in the petition under 37 CFR 1.183, such as, for example, the
size of the April 13, 2010 Office action, patent owner’s showing in support of the request for
waiver of the 50-page limit of 37 CFR 1.943(b) by attempting to draft a response in compliance
with the 50-page limit and submitting the resulting response (which is in excess of 50 pages),
and the individual facts and circumstances of this case, it is deemed equitable to waive the 50-
page limit of 37 CFR 1.943(b) in this instance.

The total number of pages of patent owner’s July 13, 2010 response that count toward the page
limit is 71 pages.” The substantive portion of the April 13, 2010 Office action has been

! Petition under 37 CFR 1.183 at page 3.
2

Id.
3 Petition under 37 CFR 1.183 at page 2.
: Petition under 37 CFR 1.183 at page 3. .

Id.
S 1d.
7 Pursuant to MPEP 2667(1)(A)(2), only those pages of patent owner’s response upon which arguments appear are
included against the page limit count. The remarks portion of the July 13, 2010 response includes 71 pages of
arguments. The July 13, 2010 response also includes 2 declarations under 37 CFR 1.132 (the Schlecht and Pellikaan
declarations). As set forth in MPEP 2667(I)(A)(2), affidavits or declarations that are excluded from the page limit
requirements include, for example, declarations that provide comparative test data and an analysis of same. Further,
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determined to span approximately 184 pages.® Thus, it is deemed equitable in this instance to
waive the 50-page limit of 37 CFR 1.943(b) to the extent that patent owner’s response to the
April 13, 2010 Office action not exceed 71 pages. Accordingly, patent owner’s petition under 37
CFR 1.183 is granted and the page limit of 37 CFR 1.943(b) is waived to the extent of permitting
patent owner’s response to the April 13, 2010 Office action to exceed the page limit by up to 21
pages. This waiver makes patent owner’s July 13, 2010 response page-length compliant.

III. Time Period and Page Limit for Submission of Third Party Requester Comments

This decision, sua sponte, waives the provisions of 37 CFR 1.943(b) to the extent that any
written comments by third party requester filed in response to patent owner’s response as set
forth in this decision shall not exceed 71 pages in length, excluding reference materials, such as
prior art references. This waiver is conditional on the submission being in at least 12 point
font and one-and-a-half or double spaced, with approprlate margms Requester has 30 days
from the mailing date of this decision, granting patent owner’s petltlon under 37 CFR 1.183 and
making patent owner’s July 13, 2010 response page -length compliant, to file a comments paper
pursuant to 37 CFR 1.947.

CONCLUSION

1.  Patent owner’s July 13, 2010 petition under 37 CFR 1.183 is granted and the page limit of
37 CFR 1.943(b) is waived to the extent of permitting patent owner’s response to the April
13, 2010 Office action to exceed the page limit by up to 21 pages. This waiver makes
patent owner’s July 13, 2010 response page-length compliant.

2. This decision, sua sponte, waives the provisions of 37 CFR 1.943(b) to the extent that any
written comments by third party requester filed in response to patent owner’s response as
set forth in this decision shall not exceed 71 pages in length, excluding reference materials,
such as prior art references. This waiver is conditional on the submission being in at
least 12 point font and one-and-a-h4if or double spaced, with appropriate margins.
Requester has 30 days from the mailing date of this decision, granting patent owner’s

attached exhibits presenting data or drawings are not included against the page limit count, unless an exhibit or
drawing includes argument as to how the outstanding rejection is overcome. Thus, no pages of the Schlecht
declaration count toward the page limit, and no pages of the Pellikaan declaration and its 96 accompanying exhibits
count toward the page limit. Concurrently, on July 13, 2010, patent owner filed a notification of concurrent
proceedings under 37 CFR 1.565(a), to which was attached several documents and exhibits from a related litigation.
A review of the remarks portion of the July 13, 2010 response indicates that patent owner did not incorporate by .
reference material from these other sources but, rather, included any such material directly into the response itself,
for example, in the form of direct quotes. See, e.g., July 13, 2010 patent owner response at pages 3 and 4.
Additionally, because 37 CFR 1.943(b) expressly excludes appendices of claims from the page limit count, no pages
of Appendix A count toward the page limit.

¥ It is noted that, on its face, the substantive portion of the April 13,2010 Office action, setting forth the rejections of
the claims that were adopted by the examiner, appears to span only 12 pages but relies heavily on incorporation by
reference of approximately 172 pages from the request for inter partes reexamination in the ‘1207 proceeding to set
forth the rejections. '
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petition under 37 CFR 1.183 and making patent owner’s July 13, 2010 response page-
length compliant, to file a comments paper pursuant to 37 CFR 1.947.

3.  Jurisdiction for the ‘1207 reexamination proceeding is returned to the Central
Reexamination Unit (CRU).

4.  Any questions concerning this communication should be directed to Nicole Dretar, Legal
Advisor, at (571) 272-7717.

/P - L }" . 0/ - -[M._.
Pinchus M. Laufer i

Legal Advisor
Office of Patent Legal Administration
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Commissioner for Patents

United States Patents and Trademark Office
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DO NOT USE IN PALM PRINTER
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MURATA MANUFACTURING COMPANY, LTD

¢/o KEATING & BENNETT, LLP MAILED

1800 ALEXANDER BELL DRIVE, SUITE 200

RESTON, VA 20191 APR 1¢ 2011
CENTRAL REEXAMINATION UNIT

Transmittal of Communication to Third Party Requester -
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95001207
PATENT NO. : 7072190

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior. to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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In re: Schlecht

Inter Partes Reexamination Proceeding
Control No.: 95/001,207

Deposited: July 14, 2009

For: U.S. Patent No.: 7,072,190

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

(For Patent Owner)

MAILED
APR 192011
CENTRAL REEXAMINATION UNIT
(For Third Party
Requester)
DECISION ON PETITION

UNDER 37 CFR § 1.181

This is a decision on a petition filed by the patent owner on September 10, 2010 entitled:
“PETITION UNDER 37 C.F.R.. § 1.181 TO STRIKE THIRD PARTY REQUESTER’S
- SEPTEMBER 7, 2010 COMMENTS?” [hereinafter “the Petition™].

The petition is a request to the Director to exercise his supervisory authority pursuant to 37 CFR
§ 1.181 to strike the allegedly improper comments from the record.

The petition is before the Director of the Central Reexamination Unit. The petition is denied.
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REVIEW OF RELEVANT FACTS
e U.S. Patent No. 7,072,190 issued on July 4, 2006.

e A request for infer partes reexamination was filed on July 14, 2009 and assigned control
no. 95/001,207.

o Inter partes reexamination was ordered on November 13, 2009 and a non-final rejection
was mailed on April 13, 2010.

e On July 13, 2010, patent owner filed a paper responding to the Office action. The
certificate of service states it was served on the third party on July 12. The paper was
longer than permitted by rule, but was filed with a petition to waive the page limit.

e On August 16, 2010, the Office of Patent Legal Administration issued a decision granting
the petition and waiving the page limit, thereby making the response a complete and
compliant response. The decision stated the third party had 30 days from the decision
date to file comments. '

e On September 7, 2010, the third party submitted comments.

e On September 10, 2010, patent owner filed the instant petition.

STATUTES, REGULATIONS, AND PATENT EXAMINING PROCEDURES

35U.S.C. § 314 Conduct of inter partes reexamination proceedings (in part)

(b) RESPONSE. —

* k %

(2) Each time that the patent owner files a response to an action on the merits from the
Patent and Trademark Office, the third-party requester shall have one opportunity to file
written comments addressing issues raised by the action of the Office or the patent owner’s
response thereto, if those written comments are received by the Office within 30 days after
the date of service of the patent owner’s response.
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37 C.F.R. § 1.943 Requirements of responses, written comments, and briefs in inter partes
reexamination (in part)

(b) Responses by the patent owner and written comments by the third party requester shall
not exceed 50 pages in length, excluding amendments, appendices of claims, and reference
materials such as prior art references.

MPEP § 2666.05 Third Party Comments After Patent Owner Response (in part)
I. TIMELINESS

A third party requester may once file written comments on any patent owner response to an
Office action, during the examination stage of an inter partes reexamination proceeding. The
third party requester comments must be filed within a period of 30 days from the date of
service of the patent owner’s response on the third party requester. 37 CFR 1.947. ... If the
third party requester comments are filed after 30 days from the date of service of the patent
owner’s response on the third party requester, the comments will not be considered. See 37
CFR 1.957(a).

The following special circumstance is to be noted. In unique circumstances, it may happen
that a patent owner files a response to an Office action and the page length of the response
exceeds the page length set by 37 CFR 1.943(b). Accompanying the response is a petition
under 37 CFR 1.183 requesting waiver of the 37 CFR 1.943(b) requirement. Until such a 37
CFR 1.183 petition to waive the page length is granted, or a page length compliant response
is filed (if the 37 CFR 1.183 petition is not granted), the patent owner response is
incomplete. Pursuant to MPEP § 2666.40, “[a]fter the owner completes the response, the
examiner will wait two months from the date of service of the patent owner’s completion of
the response, and then take up the case for action, since the 30 days for the third party
requester comments on the response as completed will have expired by that time. The third
party requester may file comments on the response as completed ...The response as
completed is treated as a new response on-the-merits to the Office action; thus, the third
party requester is entitled to file comments and has 30 days to do so.” Based on the above, at
the time the 37 CFR 1.183 petition is granted, the patent owner response becomes complete
with its content being set in place, and the requester has 30 days from the date of the
decision granting the 37 CFR 1.183 petition to file a comment paper pursuant to 37 CFR
1.947.
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DECISION

Patent owner [“petitioner”] argues that the third party requester’s comments filed September 7,
2010 are improper because they were not timely filed. Petitioner argues that the statute requires
comments to be filed within 30 days of service of the owner’s response. Service is the only
triggering event in the statute starting the 30 day time period, not the time of a response
becoming complete or compliant, therefore it was improper for the Office to grant 30 days from
the date of the decision waiving the page limit. The MPEP is not law, and cannot contravene the
clear and unambiguous language of the statute. As service was performed July 12", and the
comments were not received until September 7™ they were not timely, says petitioner.

These arguments are not persuasive. While it is true that the triggering event in the statute is
“service,” it is also true that the service must be of a “patent owner’s response.” The term
“response” is not defined in the statute, but it is implicit that the term refers only to properly

" compliant responses. It does not make sense for statutory requirements to be triggered by the
filing of something that, on its face, is improper. Furthermore, as “response” is not defined, it is
left to the Office as the agency administering the statute to interpret and define the term. As
codified in the regulations, 37 CFR § 1.943 states that “Responses by the patent owner . . . shall
not exceed 50 pages in length.” A “response” is therefore interpreted and defined by the Office
at least as a paper that does not exceed 50 pages in length. As Congress failed to define
“response” in the statute, the Office is free to interpret and further define the term in its
regulations. '

Thus, at the time the paper was filed, at the time of service, the paper was not a “response”
within the meaning of the statute, and therefore the time period was not yet triggered. Only after
the Office waived the page limit requirement, in effect altering its definition in this case, did
there exist a patent owner’s response. While service was made earlier, it was not effected until
the waiver of the page limit because it was not until that date that there was a patent owner’s
response. The effective date of “service of the patent owner’s response” under 35 U.S.C. §
314(b)(2) was therefore the date of the decision waiving the page limit requirement, and it was
proper for the Office to grant 30 days from that date for the filing of comments.

Petitioner has not shown that the Office’s interpretation is unreasonable, and as shown above the
statute is not clear and unambiguous in petitioner’s favor. The Director sees no need to alter the
Office’s interpretation of the statute in this situation, which is already explicitly set forth in
MPEP 2666.05 as quoted above, and the present situation is directly in accord with the MPEP.
The entry of the comments paper is therefore in accord with Office policy. Accordingly, the
petition is denied. :
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CONCLUSION

1. The petition filed September 10, 2010 is denied. The third party comments filed September
7, 2010 are not expunged from the record.

2. Telephone inquiries related to this decision should be directed to Mark Reinhart, Supervisory
Patent Examiner, at (571) 272-1611 or in his absence to the undersigned at (571) 272-0700.

e g ——

Irem Ydicel
Director, Central Reexamination Unit
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MURATA MANUFACTURING COMPANY, LTD -

c/o KEATING & BENNETT, LLP MAILED
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RESTON, VA 20191 :
. CENTRAL REEXAMINATION UNIT

Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95001207
PATENT NO. : 7072190 '
TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest comimunication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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CONCORD, MA 01742-9133 3992 -

DATE MAILED:

06/06/11

INTER PARTES REEXAMINATION
COMMUNICATION

BELOW/ATTACHED YOU WILL FIND A COMMUNICATION FROM THE UNITED
STATES PATENT AND TRADEMARK OFFICE OFFICIAL(S) IN CHARGE OF THE
. PRESENT REEXAMINATION PROCEEDING.

All correspondence relating to this inter partes reexamination proceeding should be directed to

the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end of
this communication.

PTOL-2071 (Rev.07-04)
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DATE MAILED:

INTER PARTES REEXAMINATION
COMMUNICATION

BELOW/ATTACHED YOU WILL FIND A COMMUNICATION FROM THE UNITED
STATES PATENT AND TRADEMARK OFFICE OFFICIAL(S) IN CHARGE OF THE
PRESENT REEXAMINATION PROCEEDING.

All correspondence relating to this infer partes reexamination proceeding should be directed to
the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end of
this communication.

PTOL-2071 (Rev.07-04)
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In re Schlecht :

Inter partes Reexamination Proceeding : DECISION
Control No: 95/001,207 : DISMISSING
Filing Date: August 25, 2009 : PETITION

For: U.S. Patent No.: 7,072,190

This is a decision on the March 22, 2011 patent owner petition, entitled “Petition to Stay Inter
Partes Reexamination” (the March 22, 2011 patent owner petition).

This decision also addresses the November 23, 2009 change of correspondence address for the
patent owner.

The March 22, 2011 patent owner petition, the November 23, 2009 change of correspondence
address for the patent owner, and the record as a whole, are before the Office of Patent Legal
Administration for consideration.

SUMMARY

The March 22, 2011 patent owner petition is dismissed.

The November 23, 2009 change of correspondence address for the patent owner is ineffective.
DECISION

/

The patent owner requests the Office to suspend the present inter partes reexamination
proceeding. .
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MPEP 2686.04 provides, in pertinent part (emphasis added):

[35 U.S.C. 314(c)]' thus authorizes the Director of the USPTO to suspend (stay)
reexamination proceedings, where there is good cause to do so, pending the conclusion of
litigation based .on a potential for termination of a reexamination prosecution under 35 U.S.C.
317(b). Thus, a District Court decision that is pending appeal on the validity of the same
claims considered in an inter partes reexamination proceeding may provide the requisite
statutory “good cause” for suspension, due to the real possibility that the 35 U.S.C. 317(b)
estoppel may attach in the near future to bar/terminate the reexamination proceeding.

Factors to be considered in determining whether it is appropriate to suspend action in the
reexamination are:

A. Whether the third party requester is a party to the litigation;
B. Whether the claims in suit are identical to the claims under reexamination;

C. Whether the issue(s) raised in the reexamination proceeding are the same issue(s) that
were raised or could have been raised by the requester in the litigation;

D. Whether the litigation has advanced to a late enough stage that there is a sufficient
probability that a final decision will be adverse to the requester; and

\

E. Whether there is a concurrent ex parte reexamination proceeding for the patent.

The patent owner argues that good cause exists to suspend the present proceeding because the
requester, Murata Manufacturing Co. Ltd., is a co-defendant in the co-pending litigation,
SynQor, Inc. v. Artesyn Technologies, Inc. et al., Civil Action No. 2:07-CV-497-TJW-CE (E.D.
Tex.). Upon brief review of the multitude of court documents filed in the present proceeding, the
Office has verified that the requester, Murata Manufacturing Co., Ltd., is a co-defendant in the
co-pending litigation, which satisfies item A.?

The patent owner further asserts that the claims at issue in the reexamination are identical to
those in the litigation. The patent owner states that prior to trial, the district court instructed the
parties to agree on a representative number of claims for trial management purposes, and that the

'35Us.C.3 14(c) provides, in pertinent part (emphasis added):

Unless otherwise provided by the Director for good cause, all inter partes reexamination proceedings
under this section, including any appeal to the Board of Patent Appeals and Interferences, shall be conducted
with special dispatch within the Office.

% The patent owner is reminded that the patent owner has the burden of providing a sufficient showing of the above-
listed factors, including whether the requester is a co-defendant to the litigation. Merely stating that the requester is a
co-defendant in the litigation is insufficient. In the present case, the Office was able to verify patent owner’s
statement after brief review. However, if more than a brief review of the voluminous number of court documents is
required to determine the above factors, then the showing of the patent owner will be determined to be insufficient,
as discussed infra.
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parties agreed to try claims 2, 8, 10 and 19 as representative claims of U.S. Patent no. 7,072,190
(the ‘190 patent). The patent owner, however, has not pointed to any court document that
includes, for example, the court’s instructions regarding the requirement to select representative
claims, such as the court’s order to select representative claims, or a court document that
includes a statement by the patent owner regarding the court’s requirement to select
representative claims. Furthermore, the patent owner has not pointed to any court document that
sets forth which claims of the ‘190 patent were the subject of the litigation prior to the court’s
requirement to select representative claims. In other words, the patent owner has not shown
which group of claims is represented by the representative claims. For this reason, the patent
owner has not sufficiently shown that the claims at issue are identical to the claims in
reexamination, i.e., claims 1-33 of the ‘190 patent. Thus, item B has not been shown to have
been satisfied.’

The patent owner asserts that “all of the art cited by the Requester was available for use in the
Litigation”. To support its assertion, the patent owner points to exhibit A of the present petition,
which is a court document, filed on October 29, 2010 by the co-defendants in the co-pending
litigation, that identifies prior art “that may anticipate or showing [sic] the state of the art”
pursuant to 35 U.S.C. 282, and that “reserves the right to modify or supplement this disclosure”.
This court document was filed more than one year after the August 25, 2009 filing date of the
request for reexamination, showing that any issues raised in the reexamination proceeding were
either raised or could have been raised prior to trial in the litigation. Thus, item C has been
satisfied.

The patent owner further argues that the proceedings in the district court have reached an
advanced stage. The patent owner states that the district court has entered a judgment on the jury
verdict. The patent owner, however, has not pointed to a copy of the court’s judgment to support
its statement. Furthermore, the patent owner has not provided any evidence that an appeal has
been filed with the Federal Circuit or that the time for filing all appeals has expired. For this
reason, the patent owner has not shown that litigation has advanced to a late enough stage that
there is a sufficient probability that a final decision will be adverse to the requester. Thus, item
D has not been shown to have been satisfied.

Finally, Office records do not reveal the existence of a co-pending ex parte reexamination
proceeding for the ‘190 patent, which satisfies item E.

See also Sony Computer Entertainment America, Inc. v. Dudas, 85 USPQ2d 1594 (E.D. Va.
2006), where the court upheld the Office’s determination of “good cause” to suspend two related
inter partes reexamination proceedings. The facts of the present case are clearly distinguishable
from Sony. In Sony, the request for inter partes reexamination was not filed until after a final
judgment in the district court was rendered. In the present case, however, the request for inter
partes reexamination was filed well before trial began. Furthermore, unlike Sony, the Office has
already issued a non-final Office action rejecting all of the patent claims under reexamination,
while in Sony, an action on the merits had not yet issued. Also, in Sony, an appeal had been filed
and had been fully briefed. Thus, a final decision in Sony was on the horizon.” In the present

? See footnote 2.
* A decision is “final” after all appeals, including any appeal to the Federal Circuit, have been exhausted.
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case, however, the patent owner has not shown that an appeal to the Federal Circuit has been
filed, or that the time for filing all appeals has expired. In other words, the patent owner has not
shown that a final decision is expected in the near future. And, without a final decision adverse
to requester, no estoppel can attach to bar the filing of an inter partes reexamination request or to
mandate termination of an ordered reexamination proceeding. Stated another way, the fact that
estoppel could possibly attach at some uncertain point in the future, as argued by patent owner,
does not provide the requisite showing of good cause for suspension. Finally, reexamination in
Sony was limited to the claims that were being litigated. In the present case, however, the patent
owner has not shown that the claims in suit are identical to the claims under reexamination in the
present proceeding.

In summary, the patent owner has not provided a showing of good cause to suspend prosecution
of the present reexamination proceeding.

Accordingly, the March 22, 2011 patent owner petition is dismissed. Pursuant to MPEP
2686.04, the present inter partes reexamination proceeding will continue, and will not be

suspended.

If a renewed petition to suspend the present inter partes reexamination proceeding is later
contemplated, the factors explained in Ehis decision must be addressed.

The November 23, 2009 Change of Correspondence Address of the Patent Owner Is
Ineffective

A change of correspondence address was filed by the patent owner in the present proceeding on
November 23, 2009. However, the address for the patent owner in a reexamination proceeding is
the official correspondence address of the patent owner in the patent file. In the present case, the
official correspondence address for the patent owner, that is of record in the patent file,
application no. 10/812,314, is shown in the caption of this decision. See MPEP 2622 and 37
CFR 1.33(c).

Accordingly, the November 23, 2009 change of correspondence address for the patent owner is
ineffective.

A courtesy copy of this decision will be mailed to the practitioner who submitted the present
patent owner petitions, Mr. Richard D. McLeod. Absent the filing of a proper change of
correspondence address in the patent file, which is application no. 10/812,314, however, all
future correspondence will be mailed to the current address of record for the patent owner,
as shown in the caption of this decision.

CONCLUSION

e The March 22, 2011 patent owner pétition is dismissed.

e The present inter partes reexamination proceeding will continue, and will not be suspended.

e The November 23, 2009 change of correspondence address for the patent owner is
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ineffective. Absent the filing of a proper change of correspondence address in the patent file,
application no. 10/812,314, all future correspondence will be mailed to the current address of
record for the patent owner, as shown in the caption of this decision.

e Telephone inquiries related to this decision should be directed to Cynthia L. Nessler, Senior
Legal Advisor, at (571) 272-7724, or in her absence, to the undersigned at (571) 272-7710.

Wi, Fo. Aoy

Kenneth M. Schor
Senior Legal Advisor
Office of Patent Legal Administration

6-03-11
Kenpet8/IP/suspend
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MAILED
THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS Date:
MURATA MANUFACTURING COMPANY; LTD DEC 21 201
c/o KEATING & BENNETT, LLP : CENTRAL REEXAMINATION UNIT

1800 ALEXANDER BELL DRIVE, SUITE 200
RESTON, VA 20191 o

Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95001207
PATENT NO. : 7072190

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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This is a decision on the December 13, 2011 patent owner petition entitled “Petition to Waive
Rules Under 37 CFR § 1.183.”

The petition is before the Office of Patent Legal Administration.
The petition under 37 C.F.R. § 1.183 to request an extension of time to file an appellant’s brief
until after a decision is reached on patent owner’s September 23, 2011 petition is dismissed.
BACKGROUND
1. On August 19, 2009, a request meeting the filing date requirements for inter partes
reexamination was filed by the third party requester, and the resulting reexamination

proceeding was assigned control number 95/001,207 (“the 1207 proceeding”).

2. On November 13, 2009, the Office issued an order granting the request for inter partes
reexamination.

3. On November 23, 2009, patent owner filed a petition to vacate the filing date of, and the
order granting, the request. This petition was dismissed by the Office on June 21, 2010.
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4. On April 13, 2010, the Office issued a non-final Office action on the merits of the ‘1207
proceeding.

5. On May 13, 2010, the Office issued a decision granting a request to extend the time to
respond to the non-final Office action by one month.

6. OnJuly 13,2010, patent owner filed a response to the non-final Office action which
exceeded the page limits set by rule, accompanied by a petition to waive the page limits. The
petition was granted on August 16, 2010. Third party requester filed comments on
September 7, 2010.

7. On September 10, 2010, patent owner filed a petition to strike the September 7, 2010
third party requester comments. This petition was denied by the Office on April 19, 2011.

8. On March 22, 2011, patent owner filed a petition to stay the inter partes reexamination.
This petition was dismissed by the Office on June 6, 2011.

9. On August 4, 2011, the Office issued an Action Closing Prosecution (“ACP”) rejecting
all claims under reexamination, setting a one-month period for patent owner to file a
submission under 37 C.F.R. § 1.951(a).

10. On September 23, 2011, patent owner filed an untimely submission accompanied by a
petition requesting waiver of the rules to permit entry and consideration of that submission.
This petition was dismissed in a decision mailed by the Office on December 21, 2011.

11. On September 28, 2011, the Office issued a Right of Appeal Notice.

12. On October 7, 2011, patent owner filed a renewed. petition to stay the inter partes
reexamination. Third party requester filed an opposition to this petition on October 27, 2011.

13. On October 28, 2011, patent owner filed a notice of appeal, and a submission which
included three evidentiary documents.

14. On December 13, 2011, patent owner filed the instant petition seeking an extension of
time to file an appellant’s brief.

STATUTES, REGULATIONS, AND PATENT EXAMINING PROCEDURES
35 U.S.C. 314 provides, in pertinent part:

[R]eexamination shall be conducted according to the procedures established for
initial examination under the provisions of sections 132 and 133.
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37 C.F.R. § 1.183 states:

In an extraordinary situation, when justice requires, any requirement of the
regulations in this part which is not a requirement of the statutes may be
suspended or waived by the Director or the Director's designee, sua sponte, or on
petition of the interested party, subject to such other requirements as may be
imposed. Any petition under this section must be accompanied by the petition fee
set forth in § 1.17(f).

DECISION

The present patent owner petition requests rule waiver under § 1.183 to extend the time tor
patent owner to file an appellant’s brief until one month after the Office issues a decision on
patent owner’s petition filed on September 23, 2011. That petition was dismissed in an Office
decision issued on December 21, 2011. The extension was sought for the purposes of (1)
preventing unnecessary expenditure of Patent Office resources, (2) promoting the interests of
justice, and (3) to resolve issues that may result in a redundant/wasted briefing. In view of the
dismissal of the petition, questions of unnecessary expenditure of resources and redundant
briefing are now moot. In view of the statutory requirement that the Office handle proceedings
with “special dispatch,” petitioner has failed to show the existence of an extraordinary situation
for which justice requires relief in the form of extension of time to file an appellant’s brief.

Therefore, the instant petition is dismissed to the extent that the requested 30 day extension is
not granted. However, in view of the circumstances of the present proceeding, the time to file an
Appellant’s Brief under § 41.66(a) is extended to run through a date that is two weeks from the
mailing date of this decision (January 4, 2011).

CONCLUSION

1. The December 13, 2011 patent owner petition is dismissed.

\

2. The time to file an Appellant’s Brief under § 41.66(a) is extended to run through a date that
is two weeks from the mailing date of this decision (January 4, 2011).

3. Telephone inquiries related to this decision should be directed to Michael Cygan, Legal
Advisor, at (571) 272-7700.

/Michael Cygan/

Michael Cygan

Legal Advisor
Office of Patent Legal Administration
December 21, 2011
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Inter Partes Reexamination
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TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ‘ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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In re Schlecht :
Inter Partes Reexamination Proceeding : DECISION DISMISSING

Control No. 95/001,207 : PETITION UNDER

Filed: August 19,2009 :37C.F.R. §1.183
For: U.S. Patent No. 7,072,190 B1 :

This is a decision on the September 23, 2011 patent owner petition entitled “Petition to Waive
Rules (37 CFR § 1.183).”

The petition is before the Office of Patent Legal Administration.

The petition under 37 C.F.R. § 1.183 to request for rule waiver and an extension of time is
dismissed.

BACKGROUND

1. On August 19, 2009, a request meeting the filing date requirements for inter partes
reexamination was filed by the third party requester, and the resulting reexamination
proceeding was assigned control number 95/001,207 (“the ‘1207 proceeding”).

2. On November 13, 2009, the Office issued an order granting the request for inter partes
reexamination.

3. On November 23, 2009, patent owner filed a petition to vacate the filing date of, and the
order granting, the request. This petition was dismissed by the Office on June 21, 2010.

4. On April 13, 2010, the Office issued a non-final Office action on the merits of the ‘1207
proceeding.
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5. On May 13, 2010, the Office issued a decision granting a request to extend the time to
respond to the non-final Office action by one month.

6. On July 13, 2010, patent owner filed a response to the non-final Office action which
exceeded the page limits set by rule, accompanied by a petition to waive the page limits. The
petition was granted on August 16, 2010. Third party requester filed comments on
September 7, 2010.

7. On September 10, 2010, patent owner filed a petition to strike the September 7, 2010
third party requester comments. This petition was denied by the Office on April 19, 2011.

8. On March 22, 2011, patent owner filed a petition to stay the infer partes reexamination.
This petition was dismissed by the Office on June 6, 2011.

9. On August 4, 2011, the Office issued an Action Closing Prosecution (“ACP”) rejecting
all claims under reexamination, setting a one-month period for patent owner to file a
submission under 37 C.F.R. § 1.951(a).

10. On September 23, 2011, patent owner filed an untimely submission accompanied by the
instant petition requesting waiver of the rules to permit entry and consideration of that
submission.

11. On September 28, 2011, the Office issued a Right of Appeal Notice.

12. On October 7, 2011, patent owner filed a renewed petition to stay the inter partes
reexamination. Third party requester filed an opposition to this petition on October 27, 2011.

13. On October 28, 2011, patent owner filed a notice of appeal, and a submission which
included three evidentiary documents.

STATUTES, REGULATIONS, AND PATENT EXAMINING PROCEDURES
35 U.S.C. 314 provides, in pertinent part:

[R]eexamination shall be conducted according to the procedures established for
initial examination under the provisions of sections 132 and 133.

35 U.S.C. 133 provides:

Upon failure of the applicant to prosecute the application within six months after
any action therein, of which notice has been given or mailed to the applicant, or
within such shorter time, not less than thirty days, as fixed by the Director in
such action, the application shall be regarded as abandoned by the parties
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" thereto, unless it be shown to the satisfaction of the Director that such delay was
unavoidable.

37 C.F.R. § 1.183 states:

In an extraordinary situation, when justice requires, any requirement of the
regulations in this part which is not a requirement of the statutes may be
suspended or waived by the Director or the Director's designee, sua sponte, or on
petition of the interested party, subject to such other requirements as may be
imposed. Any petition under this section must be accompanied by the petition fee
set forth in § 1.17(f).

37 C.F.R. § 1.182 states:

All situations not specifically provided for in the regulations of this part will be
decided in accordance with the merits of each situation by or under the authority
of the Director, subject to such other requirements as may be imposed, and such
decision will be communicated to the interested parties in writing. Any petition
seeking a decision under this section must be accompanied by the petition fee set
forth in § 1.17(f). '

37 C.F.R. § 1.956 states, in pertinent part:

The time for taking any action by a patent owner in an inter partes
reexamination proceeding will be extended only for sufficient cause and for a
reasonable time specified. Any request for such extension must be filed on or
before the day on which action by the patent owner is due, but in no case
will the mere filing of a request effect any extension. [emphasis added]

37 C.F.R. § 1.958(b) states, in pertinent part:

Any response by the patent owner not timely filed in the Office may be
accepted if the delay was unintentional. A grantable petition to accept an
unintentionally delayed response must be filed in compliance with § 1.137(b).
[emphasis added]

37 C.F.R. § 1.137(b) provides, in pertinent part:

(b) Unintentional. If the delay in reply by ... patent owner was unintentional, a
petition may be filed pursuant to this paragraph to revive ... a_reexamination
prosecution terminated under §§ 1.550(d) or 1.957(b) or limited under §
1.957(c).... A grantable petition pursuant to this paragraph must be
* accompanied by:
(1) The reply required to the outstanding Office action or notice, unless
previously filed;
(2) The petition fee as set forth in § 1.17(m);
(3) A statement that the entire delay in filing the required reply from the due
date for the reply until the filing of a grantable petition pursuant to this
paragraph was unintentional. The Director may require additional
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information where there is a question whether the delay was unintentional
[emphasis added]

DECISION

The present patent owner petition requests rule waiver under § 1.183 to enter the submission
filed on September 23, 2011. Waiver is requested of “Rule 1.956(a) [which] requires that
comments on an ACP ... be filed within the time set by ACP.” Waiver is also requested of the
requirement in Rule 1.956 that extensions be sought prior to the expiration of the period for
response. The provisions of Rule 1.137 to permit the entry of papers due to unintentional delay
are also sought in a third avenue for relief.

As an initial point, 37 CFR 1.4(c) provides that “each distinct subject, inquiry or order must be
contained in a separate paper to avoid confusion and delay in answering papers dealing with
different subjects.” As pointed out, the present petition includes multiple requests: (1) A request
for waiver as to comments on an ACP being filed within the time set by ACP; (2) A request for
waiver as to the requirement that extensions be sought prior to the expiration of the period for
response; and a petition for acceptance of papers under § 1.137. The petition is dismissible based
on this alone.

It is further pointed out that the waiver requested of “Rule 1.956(a)” cannot be granted because
such a rule does not exist; however, waiver of § 1.956 and § 1.951(a) (which is presumably
meant by patent owner) is addressed in the below decision. The request to use the provisions of
§ 1.137 is inappropriate, because § 1.137 applies only to responses that would result in the
termination of the reexamination if not supplied, which is not the case for a submission after an
ACP; however, as explained below, similar considerations are addressed in the below decision.

1. Whethver An Extraordinary Situation Exists to Justify Rule Waiver Under § 1.183

[. The Proper Standard For Entry of Untimely Third Party Requester Papers

Petitioner presents the instant petition seeking rule waiver under § 1.183, which requires the
existence of an “extraordinary situation” such that “justice requires” relief from the rule. While
the unintentional and/or unavoidability standards apply to relief in the context of revival of
proceedings which have been terminated, those standards are not controlling as to relief under §
1.183.

Following the enactment of ex parte reexamination in 1980, entry of late papers in ex parte
reexamination proceedings were requested via patent owner petition under § 1.183. Such
petitions were grantable “if the situation is ‘extraordinary’ and if ‘justice requires’ the waiver [in
cases where] rights may be lost by the failure to timely respond.”" In 1988, in reaction to In re

' MPEP 2268, 5th edition, August 1983.
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Katrapat, 6 U.S.P.Q.2D 1863 (Comm’r Patents 1988),% Office policy changed to permit entry of
a late paper by a patent owner where rights are lost by the failure to file the paper, and the delay
in submitting the paper could be shown to be “unavoidable in the sense of § 133.” The MPEP
was accordingly updated in July 1989 to substitute 35 U.S.C. § 133 (and a petition under 37 CFR
§ 1.137(a) based on the “unavoidable” standard for accepting late papers) in place of 37 C.F.R §
1.183 as the basis for seeking entry of late papers in reexamination, which at that time existed in
ex parte form only.3

In the American Inventors Protection Act of 1999 enactment of optional inter partes
reexamination, Congress specifically authorized entry of “an unintentionally delayed response by
patent owner” through amendment of 35 U.S.C. § 41 (a)(7).* Accordingly, the Office
promulgated 37 C.F.R. § 1.958, which set forth the procedure for a petition to accept late papers
and revive a terminated infer partes reexamination or claims terminated for lack of patent owner

response.’

In the present instance, failure of the patent owner to file a submission following the ACP does
not result in termination of the inter partes reexamination, as the Office will issue a Right of
Appeal Notice whether or not patent owner files any paper under § 1.951(a).® Since § 1.958
provides for revival only in instances where the reexamination would be terminated for lack of
response, the standard for “unavoidable” or “unintentional” delay is not the standard by which
this question is to be decided. However, a petition filed under § 1.183 remains the avenue to
seek entry of a paper where a paper in a reexamination is filed late and the provisions of § 1.137
do not apply. In such cases, a showing analogous to that required by § 1.137(a) would be
required in conjunction with requiring a showing of extraordinary circumstances such that justice
requires relief, for acceptance of a patent owner submission when such relief is requested under §
1.183.

II. _Factors Determining “Extraordinary Circumstances . . . Such That Justice Requires” Relief

The question of whether extraordinary circumstances exist such that justice requires waiver of a
rule is necessarily specific to the facts and circumstances of the particular case. However, past
practice and court precedent provide some guidance into this inquiry.

A. Past and Current Office Procedure:

Currently, the MPEP does not specifically address the circumstance in which a patent owner may
seek entry of untimely papers, which are refused consideration under § 1.956. However, prior to

2See Inre Katrapat, 6 U.S.P.Q.2D 1863 (Comm’r Patents 1988) (finding that § 305 intends that the “unavoidable

delay” provision of § 133 applies to patent owners in reexaminations as well as applicants in patent application

?roceedings). Note that the reexamination proceeding in Katrapat was terminated due to late submission of a paper.
MPEP 2268, 5th edition, revision 12, July 1989.

4106 P.L. 113, Title IV “American Inventors Protection Act of 1999,” Subtitle F “Optional Inter Partes

Reexamination Procedure,” § 4605. 35 U.S.C. § 41 (a)(7) states that upon filing “for an unintentionally delayed

response by the patent owner in any reexamination proceeding, {the fee is] $1,210, unless the petition is filed under

section 133 or 151 of this title [unavoidable delay], in which case the fee shall be $110.”

5 65 Fed. Reg. 76765, 76781 (Dec. 7, 2000).

¢ See MPEP 2672(V).
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the establishment of procedures for revival of a proceeding to enter an untimely paper submitted
by the patent owner, the August 1983 5th edition of the MPEP provided guidance for seeking
waiver of the rules to enter an untimely paper. In that edition, MPEP 2268 stated that since
“substantial property rights are involved in patents undergoing reexamination, the Office will
consider, in appropriate circumstances, petitions to waive the rules pursuant to 37 CFR 1.183.”7
Decisions on such petitions have applied the “extraordinary circumstances” test, and weighed
such factors as the potential loss of appeal rights, acts of counsel to prudently ensure timely
filing, and/or unawareness of or failure to properly interpret applicable due date regulations.8
Such considerations have also been found appropriate in other situations, such as interference
proceedings, in which an “extraordinary circumstances” test is applicable.’

Such petitions were noted in that edition of the MPEP to be appropriate where “rights may be
lost by the failure to timely respond;” however, there would be no “adequate basis to justify a
waiver of the rule regardless of the reasons for the failure [where] no rights are lost by the failure
to file these documents.”’ :

B. Prior Court Precedent:

The essence of the “extraordinary circumstances” requirement was expressed by the CCPA in
Mpyers v. Feigelman, 455 F.2d 586, 172 USPQ 580 (CCPA 1972):

[T]he rules are designed to provide an orderly procedure and the parties are
entitled to rely on their being followed in the absence of such circumstances as
might justify waiving them under Rule 183. To hold that they may be ignored, in
the absence of such circumstances, merely because no special damage has been
shown would defeat the purpose of the rules.'’

Certain circumstances have been considered by the court as strong factors weighing against a
finding of extraordinary circumstances. For example, numerous courts have found that lack of
awareness of the provisions of a rule by an attorney is not a basis for waiver of that rule.'?

7 See MPEP 2268, Sth edition, August 1983.

8 See, e. g., Inre Sivertz, 227 USPQ 255 (Commr. Pat. July 23, 1985) (finding that counsel’s apparent unawareness
of the proper due date provisions did not show that justice required waiver of any time period set forth in USPTO
regulations for appeal to the Federal Circuit); /n re Bachler, 229 USPQ 553 (Commr. Pat. March 13, 1986) (stating
that “the evidence does establish that counsel took detailed steps to ensure that timely filing took place, and these,
coupled with the fact that the denial of the request to have the reply brief considered and of an opportunity for an
oral hearing may prejudice the patent owner, established an extraordinary situation”); In re Reck, 227 USPQ 488
(Commr. Pat. August 28, 1985) (stating “[c]ounsel’s apparent oversight . . . and unawareness with respect to [the
appropriate timeliness regulations] does not make this an extraordinary situation for a grant of the relief sought™).

9 See, e.g., B and E Sales Co. v. Andrew Jergens Co., 7 U.S.P.Q.2d 1906 (Commr. Pat. April 27, 1988) (finding that
“the mistake was the result of counsel's failure to review the rule” where counsel placed the burden of rule
interpretation on a non-attorney staff member, resulting in an improper interpretation of a rule, resulting in
untimeliness of a filing).

' MPEP 2268, 5th edition, August 1983.

'"'See Myers v. Feigelman, 455 F.2d at 601, 172 USPQ at 584.

12 See, e.g., Nugent v. Yellow Cab Co., 295 F.2d 794 (7th Cir. 1961) cert denied, 369 U.S. 828 (1962)(stating
“counsel’s mistake in overlooking and not being aware of rule [is] not [a] basis for waiving [a] rule”); In re Jones,
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Certain other circumstances have been correlated by the courts with a finding of extraordinary
circumstances. For example, where an unforeseeable intervening act in the submission of the
document causes delay, such an act has been found to contribute to an “extraordinary”
situation.'> Where certain aspects of the Office’s behavior are implicated in a party’s untimely
submission, courts are apt to find that such behavior contributes to an “extraordinary” situation.'*
Additionally, courts have stated a preference for mitigating “inevitable mistakes,”'> and courts
have been noted to be “loathe to extinguish a litigant’s claim based solely on the innocent
mistakes of his lawyer,”16

In each situation, the court or deciding official weighs the entirety of the facts presented by the
party seeking waiver to determine whether “extraordinary circumstances” which would justify
rule waiver are found to exist. No one circumstance is solely determinative.

II. The Entirety of Facts Does Not Show Extraordinary Circumstances Such That Justice
Requires Relief

The petition presents numerous additional facts and lines of reasoning in support of establishing
the existence of extraordinary circumstances in the petitioner’s present situation. Each of these
has been carefully reviewed, and the totality of circumstances has been weighed in light of all of
the facts and reasoning presented by the petitioner.

Patent owner argues that the situation is extraordinary because certain evidence was not available
to the patent owner due to a protective order. Patent owner admits that such evidence first
became available to the patent owner in March 201 1,l7 at which time it was submitted to the
Office with a Notice of Concurrent Proceedings. Patent owner states that it lacked the
opportunity to comment prior to the ACP on this evidence. ‘

However, the ACP was issued on August 4, 2011. Patent owner had, at that point, possessed the
information for over four months. Patent owner possessed the opportunity, through the right to
file comments during the period set forth in § 1.951(a), to comment on the ACP in view of the

542 F.2d 65, 68, 191 USPQ 249, 252 (CCPA 1976)(stating “attorneys appearing before Court are presumed to have
knowledge of the provisions of the current rules”).

1 See Howard F. lorey Institute v. Dudas, 87 U.S.P.Q.2d 1913 (E.D.VA 2008) (finding an acute panic attack by a
courier of the paper to be filed at the USPTO to be an “extraordinary” situation).

' See Commonwealth of Australia v. Radio Corporation of America, 399 F.2d 807, 810 (2nd Cir. 1968)(finding that
“the lengthy deliberation of the Board of Patent Interferences upon the petition for reconsideration and appended
motion was a major factor” with respect to 37 C.F.R. § 2.148).

' Helfgott & Karas v. Dickenson, 209 F.3d 1328, 1330 (Fed. Cir) (stating “[m]istakes are inevitable, much as all
those involved try to minimize their possibility. Even if total elimination of mistakes is an illusory goal, their
reasonable mitigation should not be. Sound judgment, flexibility, and the careful following of considered processes
are critical to ensuring that small mistakes do not become large ones, and that mistakes of form do not overwhelm
the correctness of substance. Unfortunately, in this case, at least some of these elements were lacking from both
parties to this dispute, leaving it to us to ascertain error, and assign responsibility for it”).

' Theodor Groz v. Quigg, 10 U.S.P.Q.2d 1787 (reversing a refusal of the USPTO to find “unavoidable” a delay by
Fatent owner in filing an appeal brief in a reexamination).

7 The petition at page 3 states that such information was available in “March 2010;” however, this appears to be a
typographical error in the date. ‘
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information which patent owner received in March 2011. If patent owner had needed more time,
due to the complexity of the information, to complete the comments submission, patent owner
could have requested an extension of time.

However, patent owner did not request such time, because patent owner did not properly docket
the time deadline responsive to the ACP, and thus believed the deadline was one month later
than the actual deadline.'® Therefore, it can be seen that the unavailability of the protective order
material prior to March 2011 was not an actual cause of patent owner’s failure to timely submit a
response to the ACP. Accordingly, the unavailability of the protective order material prior to
March 2011 does not substantively contribute towards any “extraordinary circumstances”
surrounding the untimely patent owner paper of September 23, 2011.

Petitioner’s underlying argument is that the deadline was unintentionally missed due .to a
docketing error, a line of reasoning for which petitioner seeks application of the unintentional
abandonment revival provisions of § 1.137(b). However, as detailed above, § 1.137(b) is only
applicable to situations where rights are lost due to termination of the proceeding, and not the
instant situation.

To the extent that petitioner attempts draw an analogy to revival proceedings in satisfying the
requirements for an “extraordinary situation” for which “justice requires” relief under § 1.183,
evidence would need to be submitted to show that a relevant routine is in place and is reliable,
and that the unexpected failure actually caused the lack of timeliness of the submission. No such
evidence was provided by the petitioner, merely the verified statement relating to § 1.137(b) that
the entire delay in filing the petition was unintentional. While such a statement is acceptable for
a petition under § 1.137(b), the statement by itself does not show the existence of an
“extraordinary situation” for which “justice requires” relief under § 1.183. The factors relating
to revival of a proceeding due to an unavoidably delayed submission, as set forth in MPEP
711.03(c), may be used to establish an extraordinary situation; e.g., whether the lack of
timeliness was in actuality caused by the failure of petitioner’s standard docketing procedures,
and whether such procedures are in actuality reasonably reliable to properly assign due dates to
papers submitted under § 1.951(a) in infer partes reexaminations. It is unclear, under the facts
provided by petitioner, whether such factors were at issue in the instant situation.

Furthermore, the statutory requirement that the Office handle inter partes reexamination
proceedings with “special dispatch,” as set forth in 35 U.S.C. 314(c), must be taken into account
in determining whether “justice requires” that waiver of the rules be granted. The present
proceeding was filed in August of 2009, and after a prosecution in which patent owner has filed
numerous petitions, is now under appeal, with an outstanding patent owner petition to stay the
proceeding. Were the instant petition to permit the late submission to be granted, the proceeding
would be required to regress back to a pre-appeal stage in order to permit an opportunity for the
requester to file a paper addressing the patent owner submission, with significant resultant delay
in the proceeding.

Based above on the above factors, including the lack of confidentiality of the information at a

'® See page 3 of the petition, points 10 and 11.



Inter Partes Reexamination Control No. 95/001,207 -9-

time prior to the issuance of the ACP, a lack of demonstrated acts of counsel to prudently ensure
timely filing, and given that patent owner can present argument on appeal in the proceeding,
petitioner has failed to show the existence of an extraordinary situation for which justice requires
relief in the form of permitting the September 23, 2011 patent owner submission to be entered
and the proceeding to be regressed back to the above-described earlier stage. Therefore, the
instant petition is dismissed.

CONCLUSION

1. The September 23, 2011 patent owner petition is dismissed.

2. Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop Inter Partes Reexam
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

3. Telephone inquiries related to this decision should be directed to Michael Cygan, Legal
Adpvisor, at (571) 272-7700.

e A A

Kenneth M. Schor

Senior Legal Advisor
Office of Patent Legal Administration

December 21, 2011
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Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
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In re Schlecht :
Inter partes Reexamination Proceeding : . DECISION

Control No: 95/001,207 : DISMISSING

Filing Date: August 25, 2009 : PETITION
For: U.S. Patent No.: 7,072,190 :

This is a decision on patent owner’s October 7, 2011 petition, entitled “Renewed Petition to Stay
Inter Partes Reexamination (37 CFR 1.182)” (patent owner’s October 7, 2011 renewed petition).

This decision also addresses requester’s October 27, 2011 opposition paper, entitled “Opposition
to Renewed Petition to Stay /nter Partes Reexamination (37 CFR 1.182)” (requester’s October
27,2011 opposition).

Patent owner’s October 7, 2011 renewed petition, requester’s October 27, 2011 opposition, and
the record as a whole, are before the Office of Patent Legal Administration for consideration.

SUMMARY

Patent owner’s October 7, 2011 renewed petition is dismissed. The present inter partes
reexamination proceeding will continue, and will not be suspended.

DECISION

The patent owner requests the Office to suspend the present inter partes reexamination
proceeding.’

' The Office notes that the present petition was filed after the mailing of the Right of Appeal Notice, i.e., when an
Office action was outstanding. To have a petition to suspend a reexamination proceeding considered, the patent
owner must file any required response to an outstanding Office action either prior to, or concurrent with, its petition.
The Office will not consider on the merits a petition to suspend a reexamination proceeding when such a response
by the patent owner is due. See MPEP 2686.04. In the instant case, however, prosecution has progressed up to the
February 1, 2012 filing of requester’s respondent’s brief, and an Office action is not presently outstanding. The
patent owner is reminded, however, that had prosecution not progressed in this proceeding to the point where an
Office action was no longer outstanding, this petition would have been dismissed as untimely.



Reexamination Control No. 95/001,207 -2-

MPEP 2686.04 provides, in pertinent part (emphasis added):?

[35U.S.C.3 14(c)]’ thus authorizes the Director of the USPTO to suspend (stay)
reexamination proceedings, where there is good cause to do so, pending the conclusion of
litigation based on a potential for termination of a reexamination prosecution under 35 U.S.C.
317(b). Thus, a District Court decision that is pending appeal on the validity of the same
claims considered in an inter partes reexamination proceeding may provide the requisite
statutory “good cause” for suspension, due to the real possibility that the 35 U.S.C. 317(b)
estoppel may attach in the near future to bar/terminate the reexamination proceeding.

Factors to be considered in determining whether it is appropriate to suspend action in the
reexamination are:

A. Whether the third party requester is a party to the litigation;
B. Whether the claims in suit are identical to the claims under reexamination;

C. Whether the issue(s) raised in the reexamination proceeding are the same issue(s) that were
raised or could have been raised by the requester in the litigation;

D. Whether the litigation has advanced to a late enough stage that there is a sufficient
probability that a final decision will be adverse to the requester; and '

E. Whether there is a concurrent ex parte reexamination proceeding for the patent.

In the June 6, 2011 decision dismissing patent owner’s initial petition to suspend* the present
reexamination proceeding, the Office determined that elements A and E have been satisfied.

Regarding element B, the patent owner asserts that the claims at issue in the reexamination are
identical to those in the copending litigation, SynQor, Inc. v. Artesyn Technologies, Inc. et al.,
Civil Action No. 2:07-CV-497-TJW-CE (E.D. Tex.). In patent owner’s initial petition, the
patent owner stated that “[p]rior to trial, the District Court instructed the parties to agree on a
representative number of claims for trial management purposes. SynQor [the patent owner] and
the Defendants [including the third party requester of the present proceeding] agreed to try
claims 2, 8, 10, and 19 as representative claims for the ‘190 patent [the patent under
reexamination].” In the June 6, 2011 decision, the Office determined that element B had not
been shown to have been satistied, because the patent owner did not provide evidence of the

? See particularly, MPEP 2686.04, subsections 11(B) and III.
3 35 U.S.C. 314(c) provides, in pertinent part (emphasis added):

Unless otherwise provided by the Director for good cause, all inter partes reexamination proceedings
under this section, including any appeal to the Board of Patent Appeals and Interferences, shall be conducted

with special dispatch within the Office.

*Filed on March 22, 2011.
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court’s requirement to select “representative claims”, or evidence showing which claims were
represented by the representative claims.

With the present petition, the patent owner submits, among other exhibits, 1) Exhibit E, a copy of
requester/defendant’s December 2, 2009 invalidity contentions, which was apparently submitted
in court, and which fails to identify that claim 17 of the 190 patent, which is under
reexamination, is an “asserted claim” of the ‘190 patent in the litigation; 2) Exhibit F, a copy of
the court’s March 25, 2010 order granting requester’s motion to compel the patent owner “to
reduce the number of claims it asserts”; 3) Exhibit N, a copy of the court’s November 29, 2010
order limiting the patent owner to the assertion of ten claims at trial; and 4) Exhibit V, a copy of
the court’s August 17, 2011 final judgment, in which the court refers to “claims 2, 8, 10, and 19
of the ‘190 patent” as the “asserted” claims of the ‘190 patent, and states that the jury failed to
find that “any of the asserted claims are invalid”. The patent owner states, on page 13 of the
present petition, that it “ultimately chose to try the issue of infringement of the ‘190 Patent
[solely] based on representative claims 2, 8, 10, and 19”. Finally, the patent owner also states,
on page 13 of the present petition, that it “has disclaimed claim 17 in a contemporaneous
amendment”. However, in its subsequently-filed January 4, 2012 appellant’s brief, the patent
owner admits that “[n]Jo amendments were filed” in the present proceeding.

Thus, even as an initial matter, the patent owner has not provided evidence that all of the patent
claims under reexamination were originally asserted in the copending litigation (see, e.g. Exhibit
F, as outlined above). In addition, the patent owner has not provided any evidence that the
parties agreed, or that the court determined, that claims 2, 8, 10 and 19 of the *190 patent, which
were the only claims of the ‘190 patent that were ultimately litigated, are “representative” of the
claims that were originally asserted in the copending litigation. No evidence can be found which
shows that the court referred to the claims in suit as “the representative claims”. Rather, the
court appears to have consistently referred to the claims in suit as “the asserted claims”.
Furthermore, the patent owner has not provided any evidence that the requester/co-defendant
agreed that claims 2, 8, 10, and 19 would be “representative” of the claims originally asserted by
the patent owner in the litigation. In fact, the requester, in its October 27, 2011 opposition,
argues that it “had absolutely no input, say, or control over which claims of the ‘190 patent [that
the patent owner] would present to the jury at trial in the Litigation”. The evidence proferred by
the patent owner only appears to show that the patent owner was given the opportunity to select
which claims were to be litigated, and not that the parties agreed, or that the court determined,
that the claims selected by the patent owner were to be “representative” of the claims originally
asserted in the litigation. Thus, the patent owner has not provided evidence showing that the
claims at issue in the reexamination are identical to those in the copending litigation. In fact, the
evidence of record shows that they are not identical.

For the reasons given above, element B has not been shown to have been satisfied.

Regarding element C, the Office determined, in the June 6, 2011 decision, that the issue(s) raised
in the reexamination proceeding are the same issue(s) that were raised or could have been raised
by the requester in the litigation. Upon reconsideration, however, and in view of the fact that the
evidence of record now shows that the claims under reexamination are not identical to those
litigated in court, the patent owner has not shown that any issues raised in the reexamination
proceeding with respect to the non-litigated claims could have been raised by the requester in the
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copending litigation. The patent owner points to Katz Interactive Call Processing Patent
Litigation v. American Air, 639 F.3d 1303, 97 USPQ2d 1737 (Fed. Cir. 2011) to show that “the
Court’s judgment will have a res judicata effect against [the requester/co-defendant] on all
claims of the ‘190 Patent even though only claims 2, 8, 10 and 19 were presented to the jury”.
However, the decision in Katz, which the court expressly limited to the circumstances before it,5
is inapplicable here. The district court in Katz was seeking to eliminate duplicative claims, and
allowed the plaintiff/patent owner the opportunity to select the claims that it wanted to assert.
The issue on appeal was whether the district court’s approach was fair to the patent owner. The
Federal Circuit accepted plaintiff/patent owner’s assertion that the district court’s judgments
could preclude the plaintiff/patent owner from litigating the unselected claims in later actions
brought against the same or other parties. The Federal Circuit, however, viewed the approach as
fair because it gave the plaintiff/patent owner the opportunity to select which claims it would
assert, and further gave the plaintiff/patent owner the ability to raise additional claims that were
not duplicative. Id. In the present case, however, the patent owner has not pointed to any part of
the Katz decision where the Federal Circuit suggested that the approach in Karz would likewise
limit the defendant in Katz regarding whether the issue of invalidity of the unasserted claims may
be raised in a future litigation. Unlike Katz, the issue here is not whether the patent owner had a
fair opportunity to raise the unasserted claims in the district court. Instead, the question is
whether the requester had a fair opportunity to litigate the validity of the claims that were not
asserted against it. The patent owner has not shown that the requester in the present case had a
fair opportunity. The patent owner selected which claims would be asserted, not the requester.
The patent owner has not shown how the requester could have raised, in the copending litigation,
any issues that were raised in the reexamination proceeding with respect to the non-litigated
claims, also as argued by the requester in its October 27, 2011 opposition.6

“Good cause” for suspension pending the conclusion of litigation is based on a potential for the
termination of reexamination prosecution under 35 U.S.C. 317(b). See MPEP 2686.04, quoted
above. If a claim under reexamination is not the subject of the copending litigation, then the
estoppel provisions of 35 U.S.C. 317(b) would not apply to the final outcome of the copending
litigation as to that patent claim, because there would be no “final decision that the party has not
sustained its burden of proving the invalidity” of the patent claim. Thus, there is no “potential
for termination” of this reexamination proceeding as to the non-litigated claims. A suspension of
the present reexamination proceeding would unfairly deprive the requester of its statutory right

to a determination of the patentability of the claims that are not the subject of the litigation, and
thus not potentially subject to the estoppel provisions of 35 U.S.C. 317.

Therefore, upon reconsideration, element C has not been shown to have been satisfied.

> 639 F.3d at 1309.

® The patent owner also argues that the requester/defendant, as in Katz, requested that the court compel the patent
owner to reduce the number of asserted claims. Whether the court required the patent owner to select a reduced
number of asserted claims at the request of the requester, however, does not alter the fact that the patent owner has
not shown that the court determined, or that the requester agreed, that claim | was “representative” of the originally
asserted claims, i.e., that the claims under reexamination and the claims in litigation are identical, and has not shown
how the requester could have raised, in the copending litigation, any issues raised in the reexamination proceeding
with respect to the non-litigated claims.
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Regarding element D, the patent owner provides evidence that the proceedings in the district
court have concluded, and that the district court has entered a final judgment on the jury verdict.
A brief review of the record reveals that the requester appealed the final judgment of the district
court to the Federal Circuit on October 28, 2011. The requester, however, states in its October
28, 2011 appeal that “this matter is not yet ripe for appeal” because the district court “has not yet
disposed of all of [the requester’s] pending claims”. Furthermore, even if it is later determined
that the matter is ripe for appeal, the patent owner has not provided evidence that the appeal has
been fully briefed. For these reasons, the patent owner has not shown that litigation has
advanced to a late enough stage that there is a sufficient probability that a final decision will be
adverse to the requester. Thus, item D has not been shown to have been satisfied.

See also Sony Computer Entertainment America, Inc. v. Dudas, 85 USPQ2d 1594 (E.D. Va.
2006), where the court upheld the Office’s determination of “good cause” to suspend two related
inter partes reexamination proceedings. The facts of the present case, however, are clearly
distinguishable from Sony. In Sony, the request for inter partes reexamination was not filed until
after a final judgment in the district court was rendered. In the present case, however, the
request for inter partes reexamination was filed well before trial began. In addition,
reexamination in Sony was limited to the claims that were being litigated. In the present case,
however, the claims under reexamination differ from those in the copending litigation.
Furthermore, unlike Sony, the Office has already issued a right of appeal notice; while in Sony,
an action on the merits had not yet been issued by the Office. Also, in Sony, an appeal to the
Federal Circuit had been filed and had been fully briefed. Thus, a final decision in Sony was on
the horizon. In the present case, however, there is evidence that the matter on appeal before the
Federal Circuit may not be ripe for appeal, and even if it is later determined that the matter is ripe
for appeal, the patent owner has not provided any evidence that the appeal has been fully briefed.
In other words, the patent owner has not shown that a final decision as to all claims under
reexamination is expected in the near future. Furthermore, the present proceeding has
progressed on the merits. Without a final decision adverse to the requester as to a// claims under
reexamination, no estoppel can attach as to all claims, to mandate termination of the present
ordered reexamination proceeding. The fact that estoppel could possibly attach as to some of the
claims at some uncertain point in the future, as argued by patent owner, does not provide the
requisite showing of good cause for suspension.

Accordingly, patent owner’s October 7, 2011 renewed petition under 37 CFR 1.182 to suspend
the present reexamination proceeding is dismissed. Pursuant to MPEP 2686.04, the present inter
partes reexamination proceeding will continue, and will not be suspended.

CONCLUSION
o The October 7, 2011 patent owner renewed petition is dismissed.

o The present inter partes reexamination proceeding will continue, and will not be
suspended.
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o Telephone inquiries related to this decision should be directed to the undersigned at (571)
272-7724.

/Cynthia L. Nessler/
Cynthia L. Nessler
Senior Legal Advisor
Office of Patent Legal Administration

2222012



Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

(For Patent Owner)ppAlLED

JOHN S. PRATT, ESQ
KILPATRICK TOWNSEND & STOCKTON LLP APR 182011
1100 PEACHTREE STREET |
SUITE 2800 CENTRAL REEXAMINATION UNIT

ATLANTA GA 30309

(For Requester)
PERKINS COIE LLP
PATENT-SEA
P.O. BOX 1247
SEATTLE, WA 98111-1247

In re: Hans et alia :
Reexamination Proceeding : DECISION

Control No. 95/001,212 - DISMISSING
Request Deposited: August 18, 2009 : . PETITIONS

For: U.S. Patent No. 7,245,636

The inter partes reexamination is before the Central Reexamination Unit to address the
following papers:

1. The patent owner (PO) paper of April 29, 2010 entitled “PETITION UNDER 37 C.F.R.
§1.182 TO STRIKE IMPROPER ARGUMENT IN THIRD PARTY REQUESTOR’S
COMMENTS”.

2. The PO paper of July 1, 2010 entitled “PETITION UNDER 37 CFR. §1.182 TO
STRIKE IMPROPER ARGUMENT IN THIRD PARTY REQUESTOR’S COMMENTS”.

3. The third party requester (3PR) paper of July 13, 2010 entitled “OPPOSITION TO
PATENT OWNER'’S ‘PETITION UNDER 37 CF.R. §1.182 TO STRIKE IMPROPER
ARGUMENT IN THIRD PARTY REQUESTER’S COMMENTS"”.

4.  ThePO paper of December 23, 2010 entitled “PETITION UNDER 37 CFR. §1.182 TO
STRIKE IMPROPER ARGUMENT IN THIRD PARTY REQUESTOR’S COMMENTS”.



Application/Control Number: 95/001,212 | Page 2
Art Unit: 3992

5. The 3PR paper of December 28, 2010 entitled “OPPOSITION TO PATENT OWNER’S
‘PETITION UNDER 37 C.F.R. §1.182 TO STRIKE IMPROPER ARGUMENT IN THIRD-
PARTY REQUESTER’S COMMENTS’”.

The Notice of April 22, 2010 found the PO response of March 1, 2010 non-compliant and
mooted the 3PR comments of March 31, 2010. Therefore, the April 29, 2010 petition is
dismissed as moot.

Regarding the PO paper filed July 1, 2010, PO filed an Information Disclosure Statement (IDS)
on January 13, 2010 including the ETSI TS 101297 v7.0.0, US Patent Number 6,535,979, and
WO098/48528. On January 27, 2010, PO filed an IDS including the Tdoc NP-99260, Change
Request A043rl. So, the 3PR IDS listing contains only duplicate citations of art that is already
of record and should be lined through as duplicate entries. PO’s requested relief to not consider
the listings on 3PR’s IDS is moot because PO has already made these references of record.

PO also argues that the 3PR comments of June 2, 2010 contain application of the PO-cited art to
claim limitations that appear in original claims. However; PO has added new claims 21-42 in the
response of May 7, 2010. The new claims depend from and/or include all the limitations that
appear in the original claims. Therefore, when 3PR submits a proposed rejection as to the new
claims, they must discuss the art with respect to limitations that appear in the original claims. It
is noted that if the examiner chooses to reject the new claims with the newly proposed rejections
and does not choose to extend the rejections to the original claims, 3PR would not have appeal
rights as to a “non-adoption” of proposed rejections of original, unamended claims.

The July 1, 2010 petition is dismissed. The 3PR petition filed July 13, 2010 is dismissed as
moot.

The December 23, 2010 and December 28, 2010 petitions are dismissed as premature as the
examiner has not yet acted on the paper and made a determination to consider the comments or
not.

Inquiries regarding this decision may be directed to Eric Keasel, Supervisory Patent Examiner, at
(571) 272-4929.

This decision is not a final agency decision and is without prejudice to request reconsideration or
higher-level review.

L sl

Eric Keasel
SPE, Central Reexamination Unit
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In re Ronald Kefferstein et al.

Inter Partes Reexamination Proceeding
Control No.: 95/001,214

Filed: August 20, 2009

For: U.S. Patent No. 6,564,604 :
: DECISION, SUA SPONTE,

In re Ronald Kefferstein et al. : TO MERGE
Inter Partes Reexamination Proceeding : REEXAMINATION

Control No.: 95/001,350 : : PROCEEDINGS
Filed: April 30,2010 :
For: U.S. Patent No. 6,564,604

In re Ronald Kefferstein et al.

Inter Partes Reexamination Proceeding
Control No.: 95/001,353

Filed: May 12,2010

For: US. Patent No. 6,564,604

The above-captioned reexamination proceedings are before the Office of Patent Legal
Administration for sua sponte consideration of whether the proceedings should be merged under
37 CFR 1.989.
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BACKGROUND

1. U.S. Patent No. 6,564,604 (“the ‘604 patent”) issued to Ronald Kefferstein et al. on
May 20, 2003, with 7 claims.

2. A request for infer partes reexamination of claims 1-7 of the ‘604 patent was filed on
August 20, 2009, by a third party requester, and was assigned control number 95/001,214
(“the ‘1214 inter partes proceeding”). The real party in interest is Severstal North
America, Inc. '

3. On September 25, 2009, inter partes reexamination was ordered for claims 1-7 of the
‘604 patent based on the examiner’s determination that the August 20, 2009 request
raised a substantial new question of patentability affecting these claims. The order was
accompanied by a non-final rejection action.

4. On November 25, 2009, patent owner submitted a response to the September 25, 2009
non-final rejection action. The November 25, 2009 patent owner response included the
addition of new claims 8-16.

5. The ‘1214 requester filed comments on December 28,2009, on patent owner’s
November 25, 2009 response.

6. A second request for inter partes reexamination of claims 1-7 of the ‘604 patent was filed
on April 30,2010, by a third party requester, and was assigned control number
95/001,350 (“the ‘1350 inter partes proceeding”). The real party in interest is Corus
Staal BV.

7. On May 20, 2010, inter partes reexamination was ordered for claims 1-7 of the ‘604
patent, and for new claims 8-16 contained in the ‘1214 reexamination proceeding, based
on the examiner’s determination that the April 30, 2010 request raised a substantial new
question of patentability affecting these claims. No Office action has been issued in the
‘1350 proceeding.

8. A third request for inter partes reexamination of claims 1-7 of the ‘604 patent was filed
on May 12, 2010, by a third party requester, and was assigned control number 95/001,353
(“the 1353 inter partes proceeding™). The real party in interest is Voestalpine Stahl
GmbH.

9. On June 2,2010, inter partes reexamination was ordered for claims 1-7 of the ‘604
patent, and for new claims 8-16 contained in the ‘1214 reexamination proceeding, based
on the examiner’s determination that the May 12, 2010 request raised a substantial new
question of patentability affecting these claims. No Office action has been issued in the
‘1353 proceeding.
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DECISION
L. MERGER OF PROCEEDINGS

Reexamination has been ordered in three proceedings for the same claims of the same patent.
All three proceedings are inter partes proceedings. All three proceedings are still pending, and
have not been terminated. Therefore, consideration of merger pursuant to 37 CFR 1.989 is ripe
at this point in time.

37 CFR 1.989 provides:

(a) If any reexamination is ordered while a prior inter partes reexamination proceeding is
Eending for the same patent and prosecution in the prior inter partes reexamination proceeding

as not been terminated, a decision may be made to merge the two proceedings or to suspend one
of the two proceedin%s. Where merger is ordered, the merged examination will normally result in

.the issuance and publication of a single reexamination certificate under § 1.997.

In accordance with 37 CFR 1.989(a), the 95/001,214, 95/001,350 and 95/001,353 proceedings
are merged. The merged proceeding will be conducted in accordance with the guidelines and
requirements that follow.

II. THE SAME CLAIMS MUST BE MAINTAINED IN ALL THREE PROCEEDINGS

Patent owner is required to maintain the same claims (and specification) in all three files
throughout the merged proceeding. Presently, the ‘1214 proceeding includes additional claims
8-16. Thus, the claims are not currently the same in all three files. An Office action requiring an
amendment placing the claims in identical form is being issued concurrently with this decision.
Patent owner must respond to the Office action in accordance with the procedures in

37 CFR 1.111. The third party requesters will then have an opportunity to comment on patent
owner’s response in accordance with the procedures in 37 CFR 1.947.

III. CONDUCT OF MERGED PROCEEDING
A. Governing regulations for the merged proceeding:

The present decision merges three inter partes reexamination proceedings. The merged
proceeding is governed by 37 CFR 1.902 through 1.997. Pursuant to 37 CFR 1.989(a), the
merged examination will normally result in the issuance and publication of a single
reexamination certificate under 37 CFR 1.997.

It is noted that reexamination was ordered for claims 1-7 of the ‘604 patent in the ‘1214
proceeding, for claims 1-7 of the ‘604 patent and newly added claims 8-16 in the ‘1350
proceeding, and for claims 1-7 of the ‘604 patent and newly added claims 8-16 in the 1353
proceeding. The examiner will conduct reexamination in the merged proceeding for claims 1-7
of the ‘604 patent and for the newly added claims 8-16.
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B. Papers mailed/filed:

All papers mailed by the Office throughout the merged proceeding will take the form of a single
action which applies to all three proceedings. All papers issued by the Office, or filed by the
patent owner and the third party requester(s), will contain the identifying data for all three
proceedings and will be entered in each reexamination file. All papers filed by the patent owner
and the third party requester(s) must consist of a single paper, filed in duplicate, each bearing a
signature and identifying data for all three proceedings, for entry into each file.

All papers filed by the patent owner and the third party requester(s) should be directed:

by Mail to: Attn: Mail Stop "Inter Partes Reexam"
Central Reexamination Unit
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

by FAX to: (571) 273-9900
Central Reexamination Unit

by Hand to: Customer Service Window
Attn: Central Reexamination Unit
Randolph Building, Lobby Level
401 Dulany Street
Alexandria, VA 22314

by EFS: Registered users may submit papers via the
electronic filing system EFS-Web, at:

https://sportal.uspto.gov/authenticate/authenticateuserlocalepf. html

Patent owner and requester(s) are reminded that every paper filed in the merged proceeding
subsequent to this decision must be served on the other parties, and every paper filed must reflect
that such paper was served on the other parties, pursuant to 37 CFR 1.903. All papers are to be
addressed to the Central Reexamination Unit as provided above.

C. Amendments:

The filing of any amendments to the specification, claims, or drawings must comply with
37 CFR 1.943, which incorporates the provisions of 37 CFR 1.530 and the guidelines of
MPEP § 2666.01, which in turn references the guidelines of MPEP § 2250.

37 CFR 1.121 does not apply to amendments in reexamination. Accordingly, clean copies of the
amended claims are not required and are not to _be submitted; rather amendments are to be
presented via markings pursuant to 37 CFR 1.530(f), except that a claim should be canceled by a
statement canceling the claim, without presentation of the text of the claim.

Pursuant to 37 CFR 1.530(i), all amendments must be made relative to the patent specification,
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including the claims, and drawings, which are in effect as of the date of filing the request for
reexamination. Amendments are not to be made relative to previous amendments. Thus, for all
amendments, all words not appearing in the patent are always underlined, and only words being
deleted from the patent appear in brackets.

D. Fees:

Where a paper is filed which requires payment of a fee (e.g., extension of time fee, excess claims
fee, petition fee, appeal fee, brief fee, oral hearing fee), only a single fee need be paid. For
example, only one fee need be paid for patent owner's appellant brief (or that of one of the inter
paries reexamination requesters) which may be filed, even though the brief relates to merged
multiple proceedings, and copies must be filed (as pointed out above) for each file in the merged
proceeding.

E. Citation of Patents and Printed Publications:

Upon return of the present merged proceeding to the examiner, the examiner will review the files
to ensure that each file contains identical citations of prior patents and printed publications, and
will cite such documents as are necessary as part of the next action in order to place the files in
that condition.

F. Appeal Procedure Reminders for Inter Partes Reexamination

The parties are reminded of the procedures for taking appeal in an inter partes reexamination as
explained in MPEP 2674 and 2675. The appeal must only be taken from (1) the rejection(s) of
the claims in the Right of Appeal Notice (RAN) that the patent owner proposes to contest, or (2)
the finding(s) of patentability of claims in the RAN that the third party requester proposes to
contest. Therefore, in the notice of appeal, the patent owner must identify each claim rejected by
examiner that the patent owner intends to contest and the third party requester must identify each
rejection that was previously proposed by that third party requester that the third party requester
intends to contest. (37 CFR 41.61) The appellant’s brief shall present a concise statement of
each issue. Further, no new ground of rejection can be proposed by a third party requester
appellant, unless such ground was withdrawn by the examiner during the prosecution of the
proceeding, and the third party requester has not yet had an opportunity to propose it as a third
party requester proposed ground of rejection. (37 CFR 41.67(c)(1)(vi))

CONCLUSION

1. Inter partes Reexamination Control No. 95/001,214, inter partes Reexamination No.
95/001,350 and inter partes Reexamination Control No. 95/001,353 are merged into a
single proceeding, to be conducted in accordance with the procedure set forth above.

2. Jurisdiction over the merged reexamination is being forwarded via the Central
Reexamination Unit Director to the examiner for the preparation of an Office action, to
be issued in due course for the merged proceeding.

3. Any questions concerning this communication should be directed to Raul Tamayo in the
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3. Any questions concerning this communication should be directed to Raul Tamayo in the
Office of Patent Legal Administration, at (571) 272-7728.

ST, //4

Kenneth M. Schor
Senior Legal Advisor
Office of Patent Legal Administration

September 7, 2010
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Commissioner for Patents
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THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS - Date:

PERKINS COIE LLP S MAILED

POST OFFICE BOX 1208

SEATTLE, WA 98111-1208 - SEP 15 2010
CENTRAL REEXAMINATION UNIY

Transmittal of Communication to Third Party Requester
Inter Partes Reexamination '

REEXAMINATION CONTROL NO. : 95001220
PATENT NO. : 7536046

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947. ' ‘

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination prbceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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DECISION DISMISSING
: PETITION UNDER
: 37CFR 1.183

This is a decision on the July 14, 2010 patent owner petition entitled “RENEWED PETITION
FOR SUSPENSION OF THE RULES PURSUANT TO 37 CFR SECTION 1.183” requesting
waiver of the 37 CFR 1.943(b) requirement that responses by the patent owner, in an inter partes
reexamination proceeding, not exceed fifty (50) pages in length.

" The petition is before the Office of Patent Legal Administration.

The petition fee of.$400.00 pursuant to 37 CFR 1.17(f) for the petition under 37 CFR 1.183 has

been paid in the July 14, 2010 petition.

- The petition is dismissed as moot.

- BACKGROUND

1. U.S. Patent No. 7,536,046 (the *046 patent) issued on May 19, 2009.

2. A request for reexamination of the *046 patent was filed on August 12, 2009. The request
was assigned control No. 95/001,220 (the ’1220 reexamination proceeding).

3. Reexamination was ordered for the *1220 proceeding on October 26, 2009.
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10.

11.

Also on October 26, 2009, a first Office action rejecting claims 1-30, 35-48, and 53-124
was mailed. A shortened statutory period of two months was set for the filing of a
response to the Office action. Reexamination was not requested for claims 31-34 and 49-

52.

~ On November 25, 2009, the patent owner filed a petition under 37 CFR 1.183 requesting

waiver of the 37 CFR 1.943(b) requirement that responses by the patent owner, in an
inter partes reexamination proceeding, not exceed fifty (50) pages in length.

On December 28, 2009, the patent owner filed a supplemental petition under 37 CFR
1.183 requesting waiver of the 37 CFR 1.943(b) requirement that responses by the patent

~owner not exceed fifty (50) pages in length.

Concurrently with its December 28, 2009 supplemental petition, the patent owner timely
submitted (1) a response to the October 26, 2009 non-final Office action, and (2) an
information disclosure statement. The patent owner response was accompanied by six (6)
declarations and eight (8) exhibits, and the information disclosure statement was
accompanied by ninety-three (93) non-patent literature (NPL) documents.

On January 27, 2010, third party requester timely filed comments pursuant to 37 CFR
1.947 that was accompanied by twenty-five (25) exhibits.

On June 30, 2010, the Office mailed a decision dismissing the November 25, 2009 patent -

owner petition, which was supplemented by the December 28, 2009 patent owner

- petition, as incomplete.

On July 14, 2010, patent owner filed the present petition entitled “RENEWED
PETITION FOR SUSPENSION OF THE RULES PURSUANT TO 37 CFR SECTION
1.183” requesting waiver of the 37 CFR 1.943(b) requirement that responses by the
patent owner, in an infer partes reexamination proceeding, not exceed fifty (50) pages in
length. :

Concurrently with its July 14, 2010 renewed petition, patent owner filed a copy of its
December 28, 2008 response and the accompanying declarations and Exhibits 1-8.

DECISION

37 CFR 1.183 provides: -

In an extraordinary situation, when justice requires, any requirement of the

-regulations in this part which is not a requirement of the statutes may be

suspended or waived by the Director or the Director’s designee, sua sponte, or on
petition of the interested party, subject to such other requirements as may be
imposed. Any petition under this section must be accompanied by the petition fee
set forth in § 1.17(f).
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37 CFR 1.943(b) provides:

Responses by the patent owner and written comments by the third party requester
shall not exceed 50 pages in length, excluding amendments, appendices of claims,
and reference materials such as prior art references.

MPEP 2667(I), provides in pertineht part:

Any affidavit or declaration (or a clearly defined portion thereof) that contains
opinion(s) of the affiant/declarant, or argument(s) that the art either does or does
not anticipate or render obvious the claims, or specific claim elements, of the
patent under reexamination, is considered to be part of the comments submitted
by the patent owner, or by the third party requester, and is subject to the page
limit requirements of 37 CFR 1.943. Affidavits or declarations that are excluded
from the page limit requirements include, for example, declarations attempting to
swear behind (antedate) the filing date of a reference, or to establish the date of a
printed publication, or declarations that provide comparative test data and an
analysis of same. However, if the patent owner’s affidavit or declaration includes
any argument as to how an outstanding/proposed rejection is overcome, then the
page(s) of the affidavit or declaration upon which the argument appears would be
included against of the page limit count

I. Patent Owner’s Renewed Petition

On June 30, 2010, the Office mailed a decision dismissing patent owner’s original petition filed
on November 25, 2009, which was supplemented by its December 28, 2009 petition, as
incomplete. The original petition was incomplete due to patent owner’s failure to properly label
and identify the six declarations and eight exhibits referred to in patent owner’s response.
Consequently, the Office was unable to determine the effective page length of patent owner’s
response for purposes of evaluating patent owner’s request for waiver of the page limit. The
June 30, 2010 Office decision stated that patent owner may file, within 15 days from the date of
the decision, a renewed petition that sufficiently identifies the declarations and Exhibits 1-8 that
accompanied the December 28, 2009 patent owner response along with a copy of the patent
owner response and accompanying declarations and Exhibits 1-8

In this instance, patent owner has filed a copy of the patent owner response and accompanying
declarations and Exhibits 1-8 concurrently with the present renewed petition. In the renewed
petition, patent owner includes a table identifying each of the six declarations and Exhibits 1-8
by title, date, and number of pages.

In the present renewed petition under 37 CFR 1.183, patent owner requests suspension of 37
CFR 1.943(b) with respect to the 50-page limit for the patent owner response to the October
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26, 2009 non-final Office action, and requests that the page limit be extended to 100 pages.'
In support of its request for waiver of the rule, patent owner asserts that the October 26,
2009 Office action rejected 116 of the 124 claims of the patent at issue, and those rejections
incorporated by reference 366 pages of the claim charts (Appendices 3-6) submitted with the
request for reexamination.” The patent owner also asserts that the 366 pages of the claim
charts “refer to declarations of Emery and Dolsen, which in turn refer to a number of
additional exhibits and declarations, which is turn refer to still additional exhibits.”

Further in support of its request for waiver of the 50-page limit of 37 CFR 1.943(b), patent
owner asserts in the present renewed petition that “there exist several substantial issues with
respect to the alleged prior art, such as ‘enablement’ issues regarding some of the exhibits
relied upon in those rejections,” and that patent owner’s response “shows that some of the
exhibits are not enabling.”™* : ‘

II. Analysis and Findings

The present renewed petition under 37 CFR 1.183 has been fully considered. 37 CFR 1.183
provides for suspension or waiver of any requirement of the regulations which is not a
requirement of the statutes in an extraordinary situation, when justice requires, on petition of the
interested party. In this instance, the petitioner has made a showing in support of the request for
waiver of 37 CFR 1.943(b) by attempting to draft a response in compliance with the 50-page
limit, and submitting the response entitled “PATENT OWNER'S RESPONSE TO OFFICE
ACTION IN INTER PARTES REEXAMINATION DATED OCTOBER 26, 2009 ” on
December 28, 2009.

The December 28, 2009 patent owner response is accbmpanied by six declarations and Exhibits
1-8. The response consists of 77 pages. The following sections of the response are not included
in the page limit count: the title page, 35 pages listing the claims, and the certificate of service

page.

It is noted that, any portion of an affidavit/declaration that does not strictly adhere to presenting
and explaining the evidence is subject to the 50-page limit of 37 CFR 1.943(b). Thus, opinion
evidence that goes beyond explaining the evidence - legal arguments, e.g. assertions of
obviousness and anticipation, are counted as remarks, and are thus part of the 50-page limit of 37
CFR 1.943(b). ’ :

Four of the six declarations accompanying the response include legal arguments that the art.
either does or does not anticipate or render obvious the claims of the patent at issue. The
declaration of Clay Collins and the declaration of Francisco Lopez do not contain legal
arguments that the art either does or does not anticipate or render obvious the claims at issue.

' Renewed Petition at page 3.
2 Id. at page 4

*ld.

‘rd.
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The following declarations contain legal arguments regardmg whether the claims are obvious
over or anticipated by the prior art:

(1) The declaration of William Jones on pages 3-5;

(2) The declaration of John DiBlasio on page 4;

(3) The declaration of Douglas Mennie® on pages 2-4; and
(4) The declaration of William Sherman III on pages 3-4.

Exhibits 1-8 do not contain legal arguments regarding whether the prior art antlclpates or renders
obvious the claimed invention at issue in the present reexamination proceedmg

Therefore, a total of 49 pageé of the patent owner response (nine pages from the four
declarations discussed above) are counted toward the page-limit, which is within the 50 page
limit of 37 CFR 1.943(b).

Accordingly, patent owner’s petition under 37 CFR 1.183 is dismissed as moot, as the response
of December 28, 2009 to the October 26, 2009 non-final Office action is page-length compliant.

CONCLUSION
1. The patent owner petition under 37 CFR 1.183 is dismissed as moot, as patent owner’s

December 28, 2009 response, accompanied by six declarations and Exhibits 1-8, is page-
length compliant.

2. Jurisdiction for the instant reexamination proceeding is retumed to the Central
Reexamination Unit (CRU).

3. Any questions concerning this communication should be directed to Susy Tsang-Foster,
Legal Advisor, at 571-272-7711. ’

N T Aty

Kenneth M. Schor
Senior Legal Advisor
Office of Patent Legal Administration

Kenpet8
9-14-10

* The six page Douglas Mennie declaration executed on December 28, 2009. '

® The 11 page declaration of Douglas Mennie executed on October 1, 2002 included in Exhibit 4 and the 10 pages
of infringement claim charts in Exhibit G included within Exhibit 4 do not contain legal arguments that the prior art
anticipates or renders obvious the claimed invention at issue in the present reexamination proceeding,.
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